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December 31, 2004 sal.karottki@goldbergkohn.com
direct phone: 312.201.3861
direct fax: 312.863.7861

VIA EXPRESS MAIL NO. EL873830080US

BOX TTAB/NO FEE

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Re: JACKSON/CHARVEL MANUFACTURING, INC. v. PRINS, LLOYD A.
CANCELLATION NO. 92042614

Dear Sir or Madam:

Please find enclosed the Petitioner’s Motion to Compel and to Test Sufficiency of Response to Admission

Requests, along with accompanying Memorandum in Support, in connection with the above-referenced
matter (Cancellation No. 92042614).

Please contact me if you have any questions or comments in this regard.

Best regards,
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cc: Lloyd A. Prins
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In the|Matter of

Trademark Registration No. 2,772,766

For the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY (Design)
Regisfration Date: October 7, 2003

JACKSON/CHARVEL MANUFACTURING,

INC,,

PRINS, LLOYD A.,

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Cancellation No. 92042614

Petitioner,

)
)
)
)
)
)
)
)
)
)
)
)
)
)

Registrant-Respondent.

PETITIONER'S MOTION TO COMPEL AND TO TEST SUFFICIENCY
OF RESPONSE TO ADMISSION REQUESTS

Petitioner Jackson/Charvel Manufacturing, Inc. ("Jackson/Charvel"), by its

undersigned attorneys and pursuant to Rules 37 and 36(a) of the Federal Rules of Civil

Procgdure and Trademark Rule 2.120(e) and (h), hereby moves the Trademark Trial and Appeal

Board (the "Board") (i) to compel Respondent Lloyd A. Prins' ("Prins") to fully and completely

answ

Prins

er Jackson/Charvel's Interrogatory Nos. 1-7, 10-15, 19, 21, 23, 28, 30, and 31; (i1) to compel

to produce documents in response to Jackson/Charvel's Requests for Production Nos. 21-

22,26-30, 37, and 38; and (iii) to deem admitted Jackson/Charvel's Admission Requests Nos. 11,

16, 2

[, 22, and 38. In support of its Motion, Jackson/Charvel states as follows:

1. On November 1, 2004, Jackson/Charvel timely served Interrogatories,

Requ*ests for Production, and Requests for Admission on Prins. A true and correct copy of

Jacky

Ccopy

corre

#45639

on/Charvel's Interrogatories to Prins are attached hereto as Exhibit A. A true and correct
of Jackson/Charvel's Requests for Production are attached hereto as Exhibit B. A true and

£t copy of Jackson/Charvel's Admission Requests are attached hereto as Exhibit C.
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2. On December 6, 2004, Prins served responses and objections to
gn/Charvel's discovery requests. A true and correct copy of Prins' Responses to
on/Charvel's Interrogatories are attached hereto as Exhibit D. A true and correct copy of
Responses to Jackson/Charvel's Requests for Production are attached hereto as Exhibit E.
ie and correct copy of Prins' Responses to Jackson/Charvel's Admission Requests are
ved hereto as Exhibit F. Prins failed to provide any information in response to a third of

son/Charvel's Interrogatories; produced only four pages of documents in response to

Jackspn/Charvel's Requests for Production; and refused to admit or deny certain straightforward

Adm

ission Requests propounded by Jackson/Charvel, opting instead to provide evasive,

nonrgsponsive or qualifying answers.

3. On December 29, 2004, Jackson/Charvel's counsel sent Prins a letter via

electronic mail and Federal Express pursuant to Rule 37 detailing his failure to adequately

respand to Jackson/Charvel's discovery requests. A true and correct copy of the letter from

Jackson/Charvel's counsel to Prins is attached hereto as Exhibit G. Prins confirmed that he

recei

with

Jack

infor

ved the letter on December 29.

4, On December 30, 2004, Jackson/Charvel's counsel called Prins and spoke
Prins on the telephone. Jackson/Charvel's counsel and Prins spoke about certain of

Eon/Charvel's discovery requests. With regard to certain discovery requests concerning

rmation about Prins' use (including first use) of his trademark, Prins indicated that these

requests were "outside of the scope” of Jackson/Charvel's Petition for Cancellation. It was clear

to Jackson/Charvel's counsel that Prins disagreed with Jackson/Charvel's position on these

1ssu

reqy

s. Prins and Jackson/Charvel's counsel did not address all of Jackson/Charvel's discovery

ests, however, as Prins stated that he had to leave and would be unable to continue the

conyersation. Prins indicated that he wanted additional time to review Jackson/Charvel's
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arguments. Jackson/Charvel's counsel requested that Prins respond later that day or on Friday,

December 31; however, Prins said he would not be able to do so. Prins indicated that he would

not be

able to respond to all of Jackson/Charvel's arguments in its Rule 37 letter until a date that

falls after the start of the first testimony period.

and tg

5. Jackson/Charvel's counsel conferred with Prins via both correspondence

lephone in a good faith effort to resolve the discovery dispute; however, the parties were

unabl¢ to reach agreement on resolving the discovery dispute prior to the start of the first

testimony period. Jackson/Charvel submits that its discovery requests at issue in this Motion are

relev:T]t and that Prins objections are baseless.  Prins' continued suggestions that

Jackson/Charvel's discovery requests are "outside of the scope" of Jackson/Charvel's Petition for

Cance

llation and irrelevant are wholly without merit. However, if the issues raised in

Jackson/Charvel's Motion are subsequently resolved by agreement of the parties,

Jackspn/Charvel will inform the Board in writing of the issues in the Motion which no longer

requite adjudication.

6. The foregoing issues are discussed more fully in Jackson/Charvel's

Memorandum in Support of this Motion, submitted concurrently herewith, and incorporated by

reference herein.

WHEREFORE, Jackson/Charvel respectfully requests that the Board grant its

Motign in its entirety and:

(1) compel Prins to fully and completely answer Jackson/Charvel's
Interrogatory Nos. 1, 2, 10-15, 19, 21, 23, 28, 30, and 31;

2) strike Prins’ Affirmative Defenses or, in the alternative, compel Prins to
fully and completely answer Jackson/Charvel's Interrogatory Nos. 3-7;

3) strike Prins' Affirmative Defenses or, in the alternative, (i) compel Prins to

produce all documents responsive to Jackson/Charvel's Requests for
Production Nos. 26-30, and (ii) provide descriptions (including author,

3.



date, recipient, and document type) of any documents withheld on the
basis of "work-product immunity and/or other applicable privilege,"
specifically enumerating the privilege claimed;

4) compel Prins to produce documents responsive to Jackson/Charvel's
Requests for Production Nos. 21-22, 37, and 38; and

(5) deem admitted Jackson/Charvel's Admission Requests Nos. 11, 16, 21, 22,
and 38.

DATED: December 31, 2004 Respectfully Submitted,

JACKSON/CHARVEL MANUFACTURING,

Oscar L. Alcantara

Salvador K. Karottki

GOLDBERG. KOHN, BELL, BLACK,
ROSENBLOOM & MORITZ, LTD.

55 Edst Monroe Street, Suite 3700

Chicago, Illinois 60603

(312)201-4000
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Trademark Registration No. 2,772,766 -

For the Mark SAN DIMAS GUITARS THE
CAIIFORNJA GUITAR COMPANY (Design) .
Regystration Date: October 7, 2003

INC|,

PRj

Petitioner,

INS, LLOYD A,

)
)
)
)
) |
JACKSON/CHARVEL MANUFACTURING, ) Cancellation No. 92042614
)
)
)
)
)
)
)

Registrant-Respondent.

PETITIONER'S INTERROGATORY REQUESTS TO RESPONDENT |

Petitioner Jackson/Charvel Manufacturing, Inc., by its undersigned attorneys and

purguant to Rule 33 of the Federal Rules of Civil Procedure, hereby requests that Respondent

Llcy

an

wki

attq

Pet

M.

pas

yd A. Prins answer the following interrogatory requests in accordance with the definitions

o~

llinstructions below:

DEFINITIONS AND INSTRUCTIONS

As used herein, the terms listed below are defined as follows:

1. "Respondent,” "Registrant," "Prins," "you," "your," and "his" mean Lloyd

. Prins, the Respondent in this Cancellation Proceeding; any "doing business as" name under

ch Prins is operating, such as San Dimas Guitars; or any of Prins' agents, employees,

meys, consultants, or any other person or entity acting or purporting to act on his behalf.

2. "Jackson/Charvel" means Jackson/Charvel Manufacturing; Inc., the

itioner in this Cancellation Proceeding; its predecessors-in-interest, such as International
Y

sic Company ("IMC") and Akai Musical Instruments Corporation ("Akai"); its successors;

t or present affiliates; subsidiaries; controlled companies or divisions; and any present or




former officers, directors, representatives, agents, employees, attorneys, consultants, or any other

person or entity acting or purporting to act on its behalf.

3. The term "mark" as used herein shall ihclude trademarks, service marks,

trade names, or any word or symbol utilized in connection with business activities as defined in

15 .8.C. § 1127.

4. The conjunctions "and" and "or" shall be interpreted conjunctively and

shafl not be interpreted disjunctively.

5. "Relating to" means constituting, comprising, containing, setting forth,

shqwing, disclosing, mentioning, describing, explaining, summarizing, pertaining to, concerning

or referring to, directly or indirectly.

6. The term "person” or "individual" means any natural person, legal person,

goyernment (or agency thereof), a quasi-public entity, or other form of entity, corporation,

ership, trust, unincorporated association, or other entity of any description.

7. As used herein, all plural terms shall include singular, and all singular

terms shall include the plural.

8. "Communication" means, without limitation, any meeting, conference,

conversation, negotiation, oral or written exchange, or other form of communication, whether

face-to-face, by telephone, facsimile, telecopier, letter, e-mail or any other means.

9. "Identify," "identity" or "identification" mean when used in reference to:

A. A natural person, his or her:

(D) Full name;

(2)  Present or last-known home and business address

(including street name and number, city or town, and state)
and telephone number; and

(3)  Present or last-known position, business affiliation and job
description.
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B. A company, corporation, association, partnership or any legal
entity other than a natural person, its:

(1) Full name and type of organization or entity;
(2)  Address of principal place of business; and

(3)  Jurisdiction and date of incorporation of organization, if
known.

C. An oral communication:

(1)  The date, time and place when and where it occurred; and

(2) The identity of each person to whom such communication
was made, each person by whom such communication was

made, and each person who was present when such
communication was made.

D. A piece of correspondence:

The date, author or authors, addressee and subject line.

E. An Agreement:

The signatories, title, and date of the agreement.

F. Any other Document, as defined in Plaintiffs First Set of Requests

for Production of Documents and Things, served concurrently
herewith:

The author or authors, date, and subject matter and/or title,
if any,

10.  "Date" means the exact day, month and year if ascertainable; if not exactly

agcertainable, then the closest approximation that can be made in terms of days, months and
years, seasons, or in relation to other events and matters.

11.  These interrogatory requests shall be deemed continuing so as to require

s#xpplemental responses in accordance with F.R.C.P. 26(c).




ANSWER:

—

AYSWER:

—

ANSWER:

ANSWER:

INTERROGATORY REQUESTS

Explain how Prins adopted or chose the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY
mark for use in connection with electric guitars.

Describe how Prins chose the logo font for the SAN
DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark, including all materials reviewed in
connection with the design of the SAN DIMAS GUITARS
THE CALIFORNIA GUITAR COMPANY mark logo.

Explain the entire factual and legal basis for Prins' First
Affirmative Defense that Jackson/Charvel's claims are
barred by the Doctrine of Laches. Identify all documents

and testimony that Prins will offer in connection with his
First Affirmative Defense.

Explain the entire factual and legal basis for Prins' Second
Affirmative Defense that Jackson/Charvel's claims are
barred by the Doctrine of Waiver. Identify all documents

and testimony that Prins will offer in connection with his
Second Affirmative Defense.

Explain the entire factual and legal basis for Prins' Third
Affirmative Defense that Jackson/Charvel's claims are
barred by the Doctrine of Estoppel. Identify all documents

and testimony that Prins will offer in connection with his
Third Affirmative Defense.

Explain the entire factual and legal basis for Prins' Fourth
Affirmative Defense that Jackson/Charvel's claims are
barred because "its alleged trademark was no more than a
token reference to a business mailing address and was not
affixed to its products, product tags or packaging." Identify
all documents and testimony that Prins will offer in
connection with his Fourth Affirmative Defense.




ANSWER:

ANSBWER:

ANSWER;

ANSWER:

ANSWER:

i

SWER:

10.

11.

12.

Explain the entire factual and legal basis for Prins' Fifth
Affirmative Defense that Jackson/Charvel's claims are
barred because Jackson/Charvel "abandoned its alleged
trademark." Identify all documents and testimony that

Prins will offer in connection with his Fifth Affirmative
Defense.

If Prins contends that Jackson/Charvel abandoned its SAN
DIMAS mark, identify the period of time that Prins
contends Jackson/Charvel did not use the SAN DIMAS
mark. Identify all documents and testimony that Prins

contends supports the contention that Jackson/Charvel did
not use the SAN DIMAS mark at any time.

Identify each and every person, company, or entity that
may offer expert testimony in the above captioned
proceeding and state after each person: (1) his/her
qualifications and current curriculum vitae; (ii) the subject
matter on which the expert may be called to testify; (iii) the
substance of the fact and opinions to which the expert may

be called to testify; and (iv) a summary of the grounds of
each opinion.

Identify all persons with knowledge of the facts, issues, or
matters relating to this Cancellation Proceeding.

Identify al persons with knowledge of facts supporting
Prins' Affirmative Defenses.

Identify all individuals whom Prins has communicated with
since June 13, 2003, concerning  Jackson/Charvel,
Jackson/Charvel's SAN DIMAS mark, Prins' use of the
SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark, or this Cancellation Proceeding. After
identifying the individual, identify the topic(s) on which
Prins communicated with the individual.




ANSWER:

ANSWER:

ANSWER:

ANSWER:

ANSWER:

ANSWER:

13.

14.

15.

16.

17.

18.

19.

Identify all sales of electric guitars bearing or made in

connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

Identify all the methods through which Prins has marketed,
sold, or offered for sale electric guitars bearing or sold in

connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

Identify all the ways, if any, in which Prins performed a
trademark search before adopting the mark SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY.

Identify each and every communication between Prins and
Jackson/Charvel concerning any mark containing the terms
"SAN DIMAS" since October 24, 2002.

If Prins claims that his mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY is not likely to be
confused with Jackson/Charvel's SAN DIMAS mark,

identify any and all facts or legal grounds for this
contention.

Identify all uses, if any, of any mark containing in whole or
in part the terms "SAN DIMAS" that Prins believes is
relevant to this dispute, identifying who is using the mark,
when the mark was first used and where, the products or
services with which the mark is used, the manner in which

the mark is used, and the evidence that Prins has that
demonstrates any of these facts.

Identify any and all mark searches or surveys performed by

Prins at any time and the dates on which such searches or
surveys were performed.




ANSWER:

5

SWER:

i

SWER:

ANSWER:

ANSWER:

ANSWER:

[ S o L

AYSWER:

20.

21.

22.

23,

24,

25.

26.

27.

Identify and describe each and every product sold or
marketed in connections with Prins' SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY
mark.

Identify the date(s) on which Prins became aware that

Jackson/Charvel used the mark SAN DIMAS in any format
whatsoever.

Identify all individuals who may be used at trial or during
any hearing to present evidence as a fact witness on Prins'
behalf, including the topics on which such persons will

testify and the specific testimony or evidence they will
offer.

Describe and explain Prins' understanding of and

contentions relating to when and how Jackson/Charvel used
the mark SAN DIMAS.

Explain and describe the type of customer that Prins is
targeting or targeted with his electric guitars sold in

connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

Identify the grounds for Prins' contentions, if any, that the

SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark is distinctive.

Describe and explain Prins' understanding of the location of

Jackson/Charvel's manufacturing plant or plants for SAN
DIMAS brand guitars.

Identify all employees, consultants, or individuals related to
or involved with Prins' marketing, sale, or offering for sale
of guitars sold in connection with the SAN DIMAS
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ANSWER:

28.

29.

30.

31.

32.

GUITARS THE CALIFORNIA GUITAR COMPANY
mark.

Describe Prins' entire employment history, including any
and all companies that Prins has been employed by, the

positions held at those companies, and the dates of such
employment.

Identify all individuals involved in the development of the

SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark.

Identify and describe Prins' first use of the SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY
mark.

Identify each time that Prins purchased a Jackson/Charvel

guitar from the custom shop, including the date and model
number of the guitar purchased.

Provide the name, address, and telephone number of all
individuals preparing, ass1st1ng in the preparation of, or
providing information in response to Jackson/Charvel's
Interrogatory Requests, identifying the interrogatory or
interrogatories for which the assistance or information was

provided and the specific information or assistance
provided.




DATED: November 1, 2004 JACKSON/CHARVEL MANUFACTURING,

INC.

One of Its Attoéney% £ —

Oscar L. Alcantara

Salvjador K. Karottki

GOLDBERG, KOHN, BELL, BLACK,
ROSENBLOOM & MORITZ, LTD.

55 Hast Monroe Street, Suite 3700

Chic¢ago, Tlinois 60603

(312) 201-4000

Attarneys for Jackson/Charvel Manufacturing, Inc.




CERTIFICATE OF SERVICE

I, Salvador K. Karottki, an attorney, hereby certify that I caused Petitioner's

Interrogatory Requests to Respondent to be served upon:
Lloyd A. Prins
San Dimas Guitar Company
2323 Via Saldivar
Glendale, California 91208
by ¢

ausing a copy of same to be sent via Federal Express (overnight courier) on November 1,

2004.

- Salvador K. Karottki
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In the Matter of

Tragemark Registration No. 2,772,766

For|the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY (Design)
Registration Date: October 7, 2003

JA
TN

PR

}

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

CKSON/CHARVEL MANUFACTURING,

Cancellation No. 92042614

Petitioner,

NS, LLOYD A,

NP ANANNE i i

Registrant-Respondent.

PETITIONER'S REQUEST FOR PRODUCTION OF DOCUMENTS AND THINGS

Petitioner Jackson/Charvel Manufacturing, Inc., by its undersigned attorneys and

pursuant tc Rule 34 of the Federal Rules of Civil Procedure, hereby requests that Petitioner

Ll¢

yd A. Prins hereby respond to the following requests for production of documents and things

and produce the following documents for inspection and copying in accordance with the

de

W]

ey

atl

finitions and instructions below:

DEFINITIONS AND INSTRUCTIONS

As used herein, the terms listed below are defined as follows:

1. "Respondent,” "Registrant,” "Prins," "you," "your,” and "his" mean Lloyd

| Prins, the Respondent in this Cancellation Proceeding; any "doing business as" name under
nich Prins is operating, such as San Dimas Guitars; or any of Prins' agents, employees,

orneys, consultants, or any other person or entity acting or purporting to act on his behalf.

2. "Jackson/Charvel" means Jackson/Charvel Manufacturing, Inc., the

Petitioner in this Cancellation Proceeding; its predecessors-in-interest, such as International

M

usic Company ("IMC") and Akai Musical Instruments Corporation ("Akai"); its successors;




'

past |or present affiliates; subsidiaries; controlled companies or divisions; and any present or

former officers, directors, representatives, agents, employees, attorneys, consultants, or any other

perspn or entity acting or purporting to act on its behalf.

3. The term "mark" as used herein shall include trademarks, service marks,

trade names, or any word or symbol utilized in connection with business activities as defined in

1

51.5.C. § 1127.

4, The conjunctions "and" and "or" shall be interpreted conjunctively to

include any information otherwise within the scope of the Document Request, and shall not be

intgrpreted disjunctively.

se

5. "Relating to" or "referring to" means constituting, comprising, containing,

etting forth, showing, disclosing, mentioning, describing, explaining, summarizing, pertaining

to, concerning or referring to, directly or indirectly.

6. "Communication" means, without limitation, any meeting, conference,

cohversation, negotiation, oral or written exchange, or other form of communication, whether

face-to-face, by telephone, facsimile, telecopier, letter, e-mail or any other means.

7. The term "person” or "individual" means any natural person, legal person,

government (or agency thereof), a quasi-public entity, or other form of entity, corporation,

partnership, trust, unincorporated association, or other entity of any description.

I¢

[

E

8. "Documents” means all writings or records of every kind in your custody,

pssession or control or in the custody, possession or control of any agent, employee or

presentative (including advertising agencies, marketing firms, attorneys and accountants) of

ypurs including, but not limited to, letters, e-mails telegrams, telex messages, story boards,

emoranda, reports, drawings, studies, calendar or diary entries, maps, plans, pamphlets, notes

records of meetings or conversations of any kind, charts, tabulations, analyses, statistical or




} }
information accumulations, financial statements, bills, receipts, work orders, purchase orders,
invqjices, canceled checks, general ledgers, accounting records of any kind, film impressions,

photographs, video tapes, computer files, tape recordings, archive and data storage tapes,

corqputer and data disks, computer printouts (and electronic or other materials from which such

printouts may be obtained), magnetic tapes, mechanical reproductions (of sound, data or visual

infqrmation), as well as drafts, revisions, amendments or supplements of the above, and copies of

documents that are not identical duplicates of the originals (because, e.g., handwritten or "blind"

notes appear thereon or are attached thereto.)

9. "Date" means the exact day, month and year if ascertainable; if not exactly

asc

Ie)

ertainable, then the closest approximation that can be made in terms of days, months and
years, seasons, or in relation to other events and matters.

10.  As used herein, all plural terms shall include singular, and all singular

te

4

ms shall include the plural.

11. If any privilege is claimed with respect to any documents responsive to

these requests, state the nature of the privilege claimed, all facts relied upon in support of the

claim, identify all documents related to the claim and identify all persons having any knowledge

of pny facts related to the claim.

12, If any document called for by a request is no longer in existence, describe

the document and state how, when, why and by whom it was destroyed.

13. These document requests shall be deemed continuing so as to require

supplemental responses in accordance with F.R.C.P. 26(c).

REQUESTS FOR PRODUCTION

1. All documents relating or referring to Jackson/Charvel and

its SAN DIMAS mark.
RESPONSE:




RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

} !

i

All documents relating or referring to Prins' adoption of the

SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark.

All documents relating to any mark search performed at
any time by Prins. -

All documents that evidence or reflect Prins' use of the

SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark.

All documents relating to any other marks that Prins
contemplated using in connection with his guitars other -

than the SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark.

All documents relating or referring to or consisting of
advertisements for Prins' guitar products sold in connection

with the SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark.

All documents relating or referring to the mark SAN
DIMAS.

All documents relating to this Cancellation Proceeding or

any advice received from others concerning this
Cancellation Proceeding.

All correspondence and documents concerning any
communications with other individuals concerning

Jackson/Charvel's SAN DIMAS mark or this Cancellation
Proceeding.




RESPONSE:

RESPONSE:

RESPONSE:

R]

RESPONSE:

RESPONSE:

=

RESPONSE:

ESPONSE:

10.

11.

12.

13.

14.

15.

16.

} )

All cases, materials, research, or other documents that Prins

has collected in order to prepare for this Cancellation since
June 13, 2003.

All documents relating or referring to or constituting any
evidence of actual confusion, alleged or claimed confusion,
or the appearance of confusion regarding Prins' SAN
DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY brand products and Jackson/Charvel's SAN
DIMAS brand products or any other product.

All documents constituting or referring or relating to your
communications with third parties regarding your selection,
advertising, promotion, naming and/or use of the mark

SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY.

All documents referring or relating to the mark SAN

DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY.

Statements, signed or unsigned, from any person having or
purporting to have knowledge ‘or information concerning
the subject matter of this Cancellation Proceeding.

All documents that refer or relate to any communication
received by you that your use of the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY
mark in any form or style, causes confusion, is likely to

cause confusion, or dilutes any mark.

All documents used in connection with Prins' answers to
Jackson/Charvel's Interrogatory Requests.




[

SPONSE:

=

SPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

RESPONSE:

17.

18.

19.

20.

21.

22.

23.

24.

25.

) , ' !

All documents that Prins has identified or has been

requested to identify in response to Jackson/Charvel's
Interrogatory Requests.

All documents that Prins intends to offer as evidence in this
Cancellation Proceeding.

All sales receipts, invoices, or documents relating to sales
of Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY brand products.

All documents relating to Jackson/Charvel's warranty
policies.

All documents concerning any agreements Prins has or had
with Jackson/Charvel.

All invoices, receipts, and documents relating to Prins'
purchase of guitars from the Jackson/Charvel custom shop.

All invoices, receipts, and documents relating to Prins'

purchase of SAN DIMAS brand guitars from
Jackson/Charvel.

All invoices, receipts, and documents relating to Prins'

purchase of guitars containing SAN DIMAS brand necks
from Jackson/Charvel.

All documents referring or relating to communications with
Jackson/Charvel concerning the SAN DIMAS mark.




RE$PONSE:

&

SPONSE:

RESPONSE:

RESPONSE:

HSPONSE:

RESPONSE:

RE SPONSE:

RESPONSE:

RESPONSE:

26.

27.

28.

29.

30.

31.

32.

33.

34.

; _ }

All documents relating to Prins' First Affirmative Defense
or the subject matter of such Affirmative Defense.

All documents relating to Prins' Second Affirmative
Defense or the subject matter of such Affirmative Defense.

All documents relating to Prins' Third Affirmative Defense
or the subject matter of such Affirmative Defense

All documents relating to Prins' Fourth Affirmative
Defense or the subject matter of such Affirmative Defense

All documents relating to Prins' Fifth Affirmative Defense
or the subject matter of such Affirmative Defense

All documents relating to Prins' choice or use of font for

the  SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark logo.

All documents relating to Prins' first use of the SAN

DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark.

All advertisements, posters, or point-of-sale displays
relating to Jackson/Charvel's SAN DIMAS brand guitars.

All articles, including all newspaper and magazine articles,

referencing Jackson/Charvel's SAN DIMAS mark of SAN
DIMAS brand guitars.




RESPONSE:

RESPONSE:

=

.SPONSE:

RESPONSE:

LSPONSE:

ESPONSE:

35.

36.

37.

38.

39.

40.

41.

} !

All articles, including all newspaper and magazine articles,
referencing Prins' SAN DIMAS GUITARS THE
CALIFORNIA GUITAR' COMPANY mark of SAN

DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY brand guitars.

Any consumer or market surveys or documents relating to
such surveys relating to the SAN DIMAS and SAN
DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY marks or the SAN DIMAS and SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY
brand products.

All documents received from the United States Patent and
Trademark Office and documents sent to the United States
Patent and Trademark Office relating to the SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY
mark.

All documents relating to or consisting of any
communication concerning obtaining registration of or

registration of the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

An example of a SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY brand guitar.

All advertisements or mock-ups for advertisements for

Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY brand guitars.

All documents relating to communications with any other
individuals, including PR agencies or marketing firms or
consultants, concerning the marketing of SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY
brand guitars.




RE$PONSE:

42.  Any opinions concerning whether Prins can or cannot use
the SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark or concerning whether Prins'
SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark is likely to be confused with
Jackson/Charvel's SAN DIMAS mark.

Z

SPONSE:

43.  All documents that Prins believes support his positions in
this Cancellation Proceeding.

RESPONSE;:

DATED: November 1, 2004 J ACKSON/CHARVEL MANUFACTURING,

==

One of Its Atfornéys

Oscar L. Alcantara

Salvador K. Karottki

GOLDBERG, KOHN, BELL, BLACK,
ROSENBLOOM & MORITZ, LTD.

55| East Monroe Street, Suite 3700

Chicago, lllinois 60603

(312) 201-4000

Aftorneys for Jackson/Charvel Manufacturing, Inc.




CERTIFICATE OF SERVICE

I, Salvador K. Karottki, an attorney, hereby certify that I caused Petitioner's

Requests for Production of Documents and Things to be served upon:

Lloyd A. Prins

San Dimas Guitar Company
2323 Via Saldivar
Glendale, California 91208

by ¢ausing a copy of same to be sent via Federal Express (overnight courier) on November 1,

| W
p @

Salvador K. ¥arottki




EXHIBIT C



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
' TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Trademark Registration No. 2,772,766

For the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY (Design)

‘Re

JACKSON/CHARVEL MANUFACTURING,

gistration Date: October 7, 2003

Cancellation No. 92042614

Petitioner,

PRINS, LLOYD A.,

pursuant to Rule 36 of the Federal Rules of Civil Procedure, hereby requests that Respondent

)
)
)
)
)
)
)
INC., )
)
)
)
)
)
)

Registrant-Respondent.

PETITIONER'S REQUESTS FOR ADMISSION TO RESPONDENT

Petitioner Jackson/Charvel Manufacturing, Inc., by its undersigned attorneys and

Lloyd A. Prins admit the following matters in accordance with the definitions and instructions

be

wh

att

P

M

e

ditioner in this Cancellation Proceeding; its predecessors-in-interest, such as International -

low:
DEFINITIONS AND INSTRUCTIONS
As used herein, the terms listed below are defined as follows:
1. "Respondent,” "Registrant,” "Prins," "you,” "your," and "his" mean Lloyd

.|Prins, the Respondent in this Cancellation Proceeding; any "doing business as” name under

ich Prins is operating, such as San Dimas Guitars; or any of Prins' agents, employees,
prmeys, consultants, or any other person or entity acting or purporting to act on his behalf,
2. "Jackson/Charvel" means Jackson/Charvel Manufacturing, Inc., the

usic Company ("IMC") and Akai Musical Instruments Corporation ("Akai"); its successors;

past or present affiliates; subsidiaries; controlled companies or divisions; and any present or




former officers, directors, representatives, agents, employees, attorneys, consultants, or any other

perspn or entity acting or purporting to act on its behalf,

3. The term "mark" as used herein shall include trademarks, service marks,

tradg names, or any word or symbol utilized in connection with business activities as defined in

150.S.C. § 1127.

4. The conjunctions "and" and "or" shall be interpreted conjunctively and

shall not be interpreted disjunctively.

5. As used herein, all plural terms shall include singular, and all singular

terms shall include the plural.

6. If you fail to admit the genuineness of any document or the truth of any

matfer requested, and the requesting party proves the genuineness of the document or the truth of

the matter, the requesting party shall be entitled to recover the reasonable expenses incurred in

making that proof, including reasonable attorneys' fees.

7. These Requests for Admissions are continuing, and to the extent that the

answers may be enlarged, diminished, or otherwise modified by information acquired subsequent

to the service of your answers, you are requested to serve promptly supplemental answers

reflecting each change.




REQUESTS FOR ADMISSION
1. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars as early as 1993.
ANSWER: |
2. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1994.
ANSWER
3. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1995.
ANSWER
4, Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1996.
ANSWER
5. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1997.
ANSWER:
6. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1998.
ANSWER:
7. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 1999.
ANSWER
8. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 2000.
ANSWER:
9. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 2001.
ANSWER:
10. Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 2002.
3
|



ANSWER:

Z

SWER:

ANSWER:

ANSWER:

ANSWER:;

ANSWER:

ANSWER:

11.

12.

13.

14.

15.

16.

17.

Jackson/Charvel used the SAN DIMAS mark in connection
with the sale of guitars in 2003.

Jackson/Charvel has 'continuously used the SAN DIMAS

mark in connection with the sale of guitars from 1993 to
the present.

~ Jackson/Charvel has sold in the United States tens to

hundreds of thousands of dollars worth of electric guitar
products using the SAN DIMAS mark.

Jackson/Charvel's SAN DIMAS mark has acquired
distinctiveness amongst consumers of guitars.

Based on Jackson/Charvel's use and promotion of the SAN
DIMAS mark with respect to electric guitars, the SAN
DIMAS mark has acquired goodwill and public recognition

among relevant consumers, the industry, and the
purchasing public.

Jackson/Charvel has not authorized Prins to incorporate the
SAN DIMAS mark into any of Prins' marks.

Prins' SAN DIMAS logo mark, pictured below, was

substantially copied from a Jackson/Charvel SAN DIMAS
logo: ’

San Dm




ANSWER;

ANSWER:

ANSWER:

ANSWER:

=

ANSWER:

ANSWER:

ANSWER:

ekl Y

ANSWER:

p— e

18.

19.

20.

21.

22.

24,

25.

26.

Prins was aware of Jackson/Charvel's SAN DIMAS mark

when he design his SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark logo.

When Jackson/Charvel was selling SAN DIMAS brand

guitars, the SAN DIMAS mark had obtained acquired
distinctiveness.

From 1997 to 2002, purchasers of - electric guitars
associated the SAN DIMAS mark with Jackson/Charvel.

Jackson/Charvel has not authorized Prins to use the SAN
DIMAS mark.

Jackson/Charvel has not authorized Prins to use the. SAN
DIMAS mark in connection with Prins' guitar products.

Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark is likely to cause confusion, or

to cause mistake, or to deceive consumers with respect to
Jackson/Charvel's SAN DIMAS mark..

The continued registration of Prins' SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY
mark will cause injury and damage to Jackson/Charvel.

Jackson/Charvel used its SAN DIMAS mark prior to Prins'
use of any mark incorporating the terms "SAN DIMAS."

Jackson/Charvel used its SAN DIMAS mark in connection
with the sale of electric guitars.




27.  Jackson/Charvel used its SAN DIMAS mark in point-of-
sale displays associated with its SAN DIMAS brand
electric guitars.

ANSWER:

28.  Prins has purchased one or more SAN DIMAS brand

guitars from Jackson/Charvel.
ANSWER:

29.  Jackson/Charvel provides warranty services for its SAN

DIMAS brand guitars.
ANSWER:

30.  The SAN DIMAS mark is associated in the guitar industry

with Jackson/Charvel.
ANSWER

31.  Prins owns one or more SAN DIMAS brand guitars made

by Jackson/Charvel.
ANSWER:

32.  Prins has had access to Jackson/Charvel's advertising of its

SAN DIMAS brand electric guitars.
ANSWER:

33.  Prins purchased a SAN DIMAS guitar in 2002 from

Jackson/Charvel.
ANSWER:

34.  Prins owns guitars with SAN DIMAS brand necks

purchased from Jackson/Charvel after 1999,
ANSWER:

35.  Jackson/Charvel's SAN DIMAS brand guitars were never

produced in San Dimas, California.
ANSWER:

36.  Jackson/Charvel has continuously used the SAN DIMAS
mark since 1995.

6




ANSWER:

ANSWER:

ANSWER:

——

ANSWER:

ANSWER;

ANSWER:

ANSWER:

ANSWER:

37.

38.

39.

40.

41.

42.

43.

44,

45.

Prins adopted the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark in order to
associate him with Jackson/Charvel.

Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark is likely to cause confusion
with Jackson/Charvel's SAN DIMAS mark.

Jackson/Charvel has protectible trademark rights in the
SAN DIMAS mark.

The SAN DIMAS mark is distinctive.
The SAN DIMAS mark is strong.

Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark is very similar in sight, sound,
and meaning to Jackson/Charvel's SAN DIMAS mark

Prins' SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark contains all  of
Jackson/Charvel's SAN DIMAS mark.

The dominant portions of Prins mark and
Jackson/Charvel's mark is "SAN DIMAS."

The dominant portions of Prins' SAN DIMAS GUITARS
THE CALIFORNIA GUITAR COMPANY mark and
Jackson/Charvel's SAN DIMAS mark are identical.




ANSWER:

ANSWER:

ANSWER:

ANSWER:

46.

47.

48.

49.

50.

51.

32.

The goods description for Prins' SAN DIMAS GUITARS
THE CALIFORNIA GUITAR COMPANY mark is
"electric guitars and electric basses."

The goods description for Prins' SAN DIMAS GUITARS"
THE CALIFORNIA GUITAR COMPANY mark is

identical to the goods with which Jackson/Charvel uses the
SAN DIMAS mark in connection.

Prins markets and sells products using the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY

mark to the same consumer market as Jackson/Charvel's
guitars.

Prins markets and sells products using the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY

mark through the same trade channels as Jackson/Charvel
uses to sell its guitars.

Prior to 1997, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

Prior to 1998, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

Prior to 1999, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.




53.  Prior to 2000, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

ANSWER:

2

ALy

54.  Prior to 2001, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

55. Prior to 2002, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

SWER:

56.  Prior to 2003, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars. '

ANSWER:

57.  During 2003, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

ANSWER:

58.  During 2004, Prins was licensed and authorized by
Jackson/Charvel to use the SAN DIMAS mark in

connection with the sale and distribution of SAN DIMAS
brand guitars.

ANSWER:

59.  Prins knowingly chose a mark containing the terms "SAN

DIMAS" even though the SAN DIMAS mark is associated
with Jackson/Charvel.

ANSWER;




60. The SAN DIMAS mark has secondary meaning among
guitar consumers.

ANSWER:
61.  Jackson/Charvel builds SAN DIMAS brand guitars in its
custom shop.
ANSWER
62.  Jackson/Charvel has built and marketed SAN DIMAS
brand guitars every year since 1993.
ANSWER

DATED: November 1, 2004 JACKSON/CHARVEL MANUFACTURING,

Ry >

{fne of Its Attorn&?é

Oscar L. Alcantara

Salyador K. Karottki

GOLDBERG, KOHN, BELL, BLACK,
ROSENBLOOM & MORITZ, LTD.

55 East Monroe Street, Suite 3700

Chitago, Illinois 60603

(312) 201-4000

Attorneys for Jackson/Charvel Manufacturing, Inc.
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CERTIFICATE OF SERVICE

I, Salvador K. Karottki, an attorney, hereby certify that I caused Petitioner's
Reqwuests for Admission to Respondent to be served upon:

Lloyd A. Prins

San Dimas Guitar Company

2323 Via Saldivar
Glendale, California 91208

by ¢ausing a copy of same to be sent via Federal Express (overnight courier) on November 1,

- Salvador K Karote—




EXHIBIT D



! RE. 'VED
DEC 07 2004

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Trademark Registration No. 2,772,766

For the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY
Riegistration Date: October 7, 2003

ot

JACKSON/CHARVEL MANUFACTURING, Cancellation No. 92042614
INC,,
Petitioner,
A
PRINS, LLOYD A,
Registrant
To:  Salvador K. Karottki
Goldberg, Kohn
55 East Monroe Street, Suite 3700
Chicago, IL. 60603

REGISTRANT’S RESPONSE TO
PETITIONER’S INTERROGATORY REQUESTS TO RESPONDENT

Pursuant to Rule 33 of the Federal Rules of Civil Procedure and the Trademark

=X

ule 2.119(c), Registrant Lloyd A. Prins hereby answers Petitioner’s Interrogatory

Requests To Respondent.

GENERAL OBJECTION

Registrant objects to the term “doing business as” as used in Petitioner’s
Definitions And Instructions as this term is vague, ambiguous an not likely to lead to
gdmissible evidence in support of Petitioner’s pleadings in its Petition for Cancellation.
Registrant’s answers to these interrogatories are based on information available to

Registrant at the time of completion and Registrant reserves the right to revise, correct or




sypplement its answers and/or objections following the discovery or development of
agdlditional information.

INDIVIDUAL RESPONSES

1 Explain how Prins adopted or chose the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark for use in connection with electric
guitars.

Answer: Registrant objects to this discovery request: An explanation of how Registrant
adopted or chose SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY as
the trademark for Registrant’s San Dimas Guitar Company requires Registrant to disclose
proprietary and confidential information. Furthermore, this request seeks to discover
ibformation that is outside the scope of Petitioner’s pleadings in its Petition For
Cancellation and is therefore not likely to lead to admissible evidence.

2. Describe how Prins chose the logo font for the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark, including all materials reviewed in
connection with the design of the SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY matrk logo.

.TAnswer: Registrant objects to this discovery request: A description of how Registrant
those a Jogo font for the SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY trademark for Registrant’s San Dimas Guitar Company seeks to discover
(nformation that is outside the scope of Petitioner’s pleadings in its Petition For
Cancellation and is therefore not likely to lead to admissible evidence.

B.  Explain the entire factual and legal basis for Prins’ First Affirmative Defense that
Jackson/Charvel’s claims are barred by the Doctrine of Laches. Identify all
documents and testimony that Prins will offer in connection with his First
Affirmative Defense.

Answer: Registrant contends that Petitioner was negligent in establishing and

maintaining a claim to a trademark that included the term “San Dimas” in whole or in




art. The factual basis for this argument is found in the following documents that

=

Riegistrant intends to rely in support of this defense:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVleet

¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents provided by Petitioner in response to Registrant’s discovery
requests.

Registrant will rely on his own testimony in connection with this defense.

4. Explain the entire factual and legal basis for Prins’ Second Affirmative Defense that

Jackson/Charvel’s claims are barred by the Doctrine of Waiver. Identify all

documents and testimony that Prins will offer in connections with his Second
Affirmative Defense.

Answer: Registrant believes that through Petitioner’s actions, Petitioner waived any and
all rights to a trademark that included the term San Dimas in whole or in part. The

factual basis for this argument is found in the following documents that Registrant
intends to rely in support of this defense:

a) Mark VanVieet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVieet

¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents provided by Petitioner in response to Registrant’s discovery

requests.

Registrant will rely on his own testimony in connection with this defense.




5/ Explain the entire factual and legal basis for Prins’ Third Affirmative Defense that
Jackson/Charvel’s claims are barred by the Doctrine of Estoppel. Identify all
documents and testimony that Prins will offer in connections with his Third
Affirmative Defense.

Answer: Registrant contends that after Petitioner learned of Registrant’s San Dimas
Guitar Company and Registrant’s registration of the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY trademark, Petitioner has made several changes in
the conduct and treatment of Petitioner’s use of the a San Dimas mark and that these
changes were made with the deliberate intent of causing harm to Registrant. The factual

basis for this argument is found in the following documents that Registrant intends to rely

-

1 support of this defense:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVleet

¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents provided by Petitioner in response to Registrant’s discovery
requests.

Registrant will rely on his own testimony in connection with this defense.

6.  Explain the factual and legal basis for Prins’ Fourth Affirmative Defense that

Jackson/Charvel’s claims are barred because “its alleged trademark was no more

than a token reference to a business mailing address and was not affixed to its

products, product tags or packaging.” Identify all documents and testimony that

Prins will offer in connection with his Fourth Affirmative Defense.

Answer: Registrant’s legal argument for its Fourth Affirmative defense is found in 15

—

J.5.C. §1127 and the TMEP §901.01, §901.02, and §904.05 92. The factual basis for

this argument is found in the following documents that Registrant intends to rely in

w

upport of this defense:




A

U

is

d

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVlieet

¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents provided by Petitioner in response to Registrant’s discovery
requests.

Registrant will rely on his own testimony in connection with this defense.

By pleading this defense, Registrant expressly does not acknowledge that Petitioner

has established any use or protections for use in the San Dimas mark.

Explain the entire factual and legal basis for Prins’ Fifth Affirmative Defense that

Jackson/Charvel’s claims are barred because Jackson/Charvel “abandoned its

alleged trademark.” Identify all documents and testimony that Prins will offer in
connection with his Fifth Affirmative Defense.

nswer: Registrant’s legal argument for its Fifth Affirmative defense is found in 15
.8.C. §1127 (definition “abandonment of a mark™). The factual basis for this argument

found in the following documents that Registrant intends to rely in support of this

pfense:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVleet

c¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)
d) Prins September 2, 2003 letter to Mark VanVleet

€) All documents that are a part of the record in this proceeding

f) All documents provided by Petitioner in response to Registrant’s discovery

requests.

Registrant will rely on his own testimony in connection with this defense.



By pleading this defense, Registrant expressly does not acknowledge that Petitioner
has established any use or protections for use in the San Dimas mark.

8) If Prins contends that Jackson/Charvel abandoned its SAN DIMAS mark, identify
the period of time that Prins contends Jackson/Charvel did not use the SAN DIMAS
mark. Identify all documents and testimony that Prins contends supports the
contention that Jackson/Charvel did not use the SAN DIMAS mark at any time.
Amnswer: Registrant’s affirmative defense that Petitioner abandoned the San Dimas mark

14 based on the 1995 and 1996 Jackson/Charvel product catalogs that were provided to

Registrant by Petitioner. On at least two occasions, Registrant requested of Petitioner to

:Iovide any and all documents that support Petitioner’s claim to rights in the San Dimas

ark. Since Petitioner only produced these two catalogs, Registrant concluded that use

~

)f the term “San Dimas” could not be supported by samples, documents or any other
evidence beyond the year 1996. Registrant does not believe that the use of the term “San

Dimas” in Petitioner’s 1995 and 1996 catalogs passes the “use in commerce” test or

£

specimen” test as defined by 15 U.S.C. §1127 and the TMEP §901.01, §901.02, and
§904. Furthermore, if Petitioner’s 1995 and 1996 catalogs could pass these tests,
Registrant relies on 15 U.S.C. §1127 (definition “abandonment of a mark™) which states
“INonuse for 3 consecutive years shall be prima facie evidence of abandonment.”
Registrant intends to rely on the following documents in support of this response:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVleet

c¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

€) All documents that are a part of the record in this proceeding




) All documents provided by Petitioner in response to Registrant’s discovery
requests.

Registrant will rely on his own testimony in connection with this response.

9., Identify each and every person, company, or entity that may offer expert testimony

in the above captioned proceeding and state after each person: (i) his/her

qualifications and current curriculum vitae; (ii) the subject matter on which the

expert may be called to testify; (iii) the substance of the fact and opinions to which

the expert may be called to testify; and (iv) a summary of the grounds of each

opinion.

Amnswer: At the time of preparing this response, Registrant has neither talked with nor

epgaged the services of any individual, company or entity that will offer expert testimony

on Registrant’s behalf in the above captioned proceeding.

—

D. Identify all persons with knowledge of the facts, issues, or matters relating to this
Cancellation Proceeding.

Answer: Registrant objects to this request, as it is vague, ambiguous and overly broad.

JU—

L. Identify al persons with knowledge of facts supporting Prins’ Affirmative Defenses.

:Inswer: Registrant objects to this request, as it is vague, ambiguous, overly broad, and

herwise nonsensical and not reasonably capable of discernment.

12. Identify all individuals whom Prins has communicated with sine June 13, 2003,

concerning Jackson/Charvel, Jackson/Charvel’s SAN DIMAS mark, Prins’ use of
the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark, or
this Cancellation Proceeding. After identifying the individual, identify the topic(s)

on which Prins communicated with the individual.

Answer: Registrant objects to this request, as it requires the disclosure of confidential

ipformation. Additionally, Registrant objects because this request is outside the scope of

lnw}

etitioner’s pleadings and not likely to lead to admissible evidence in support of any

s

leadings in Petitioner’s Petition For Cancellation. Without waiving these objections,

Respondent states that in the course of conducting day-to-day business, Registrant




cogmmunicates with tens of hundreds of people over a year’s time. Such communications

include customers, vendors, potential customer and potential vendors.

—

3. Identify all sales of electric guitars bearing or made in connection with the SAN
DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark.

Answer: Registrant objects to this request because it requests confidential and/or
proprietary information. Additionally, this request seeks to discover information that is
npt likely to lead to admissible evidence in support of any pleading made in Petitioner’s

Petition For Cancellation.

14. Identify all methods through which Prins has marketed, sold, or offered for sale

electric guitars bearing or sold in connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

I

inswer: Registrant objects to the disclosure of the marketing and selling methods

amployed by Registrant and the San Dimas Guitar Company, as such a.reply requires
Registrant to disclosure information that is of a competitive and confidential nature.
Registrant also objects to this request because is not likely to lead to admissible evidence
3s it requests information that is outside the scope of Petitioner’s pleadings in its Petition

For Cancellation.

15.  Identify all the ways, if any, in which Prins performed a trademark search before
adopting the mark SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark.

Answer: Registrant object to this request as it assumes facts not in evidence.
Additionally, a reply to this request is not likely to lead to any admissible evidence that
¢ould be used in support of Petitioner’s pleadings and its Petitioner’s Petition For

Cancellation.

16. Identify each and every communication between Prins and Jackson/Charvel
concerning any mark containing the terms “SAN DIMAS” since October 24, 2002,




Answer: Registrant has had the following communications with Petitioner:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVieet

c) Mark VanVleet’s July 24, 2003 letter to Prins

d) Prins email to Mark VanVleet July 25, 2003

€) Prins letter to Mark VanVleet September 2, 2003

f) Registrant’s Answer to Petitioner’s Petition For Cancellation

g) Registrant’s First Discovery Requests served upon Petitioner

h) Petitioner’s responses to Registrant’s First Discovery Requests

1) Registrant’s November 13, 2004 letter to Salvador K. Karottki

j) Registrant’s telephone (.:all with Salvador Karottki November 23, 2004

k) Registrant’s email to Salvador Korottki November 23, 2004

1) Registrant’s replies to Petitioner’s discovery requests

I'7. If Prins claims that his mark SAN DIMAS GUITARS THE CALFIORNIA
GUITAR COMPANY is not likely to be confused with Jackson/Charvel’s SAN
DIMAS mark, identify any and all facts or legal grounds for this contention.
Answer: Registrants denies that his use of the San Dimas mark will cause confusion,
mistakes or deceive consumers by reason that Registrant’s mark is senior to Petitioner’s
alleged mark. Petitioner’s use of the San Dimas mark occurred only after Petitioner
learned of the existence of Registrant’s San Dimas Guitar Company and Registrant’s
application for registration of the San Dimas trademark. Furthermore, Registrant
contends that Petitioner’s July 2003 unveiling of the first ever Jackson/Charvel product to
incorporate the term “San Dimas™ physically affixed to a guitar was done in bad faith and

for the purpose of restricting competition. Registrant contends that Petitioner’s continued




use of the term “San Dimas” in any form will cause mistakes and confusion to Registrant
with respect to products manufactured and sold by Registrant and his San Dimas Guitar
Company and that Registrant will be harmed by this unauthorized use.

1B. Identify all uses, if any, of any mark containing in whole or in part the terms “SAN
DIMAS? that Prins believes is relevant to this dispute, identifying who is using the
mark, when the mark was first used and where, the products or services with which
the mark is used, the manner in which the mark is used, and the evidence that Prins
has that demonstrates any of these facts.

Answer: Registrant believes that only the two images shown below are relevant to the

above-cited proceeding. The mark identified as letter “A” is currently in use by the San

Dimas Guitar Company, a company owned and operated by Registrant. The image

—

dentified as letter “B” was used by Petitioner in its twenty-fifth anniversary Charvel

ghitar,

usitars

The Cuiffurnie Guirar Campansy

A

By offering this response, Registrant expressly does not admit that the image identified

b

y letter “B” constitutes a trademark (as defined by U.S.C. §1127 and the TMEP

on

201.01, §901.02, and §904).

—

. Identify any and all mark searches or surveys performed by Prins at any time and
the dates on which such searches or surveys were performed.

Answer: Registrant object to this request as it assumes facts not in evidence.

£

e

dditionally, this request is outside the scope of Petitioner’s pleadings and a reply is not

likely to lead to any admissible evidence that Petitioner could use in support of its

Petition For Cancellation.,
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20. Identify and describe each and every product sold or marketed in connections with
Prins’ SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark.

Amswer: Registrant objects to this request, as it requires the disclosure of confidential
information. Additionally, Registrant objects to this request because it is outside the
s¢ope of Petitioner’s pleadings and is not likely to lead to admissible evidence in support

of Petitioner’s Petition For Cancellation.

2. Identify the dates(s) on which Prins became aware that Jackson/Charvel used the
mark SAN DIMAS in any format whatsoever.

Answer: Registrant first became aware of Petitioner’s first attempted use of the San

Dimas mark at the 2003 Summer NAMM Show in Nashville, TN. The date was July

2003,

[
i~

2. Identify all individuals who may be used at trial or during any hearing to present
evidence as a fact witness on Prins’ behalf, including the topics on which such
persons will testify and the specific testimony or evidence they will offer.

I

Answer: At the time of preparing this response, Registrant has neither talked with nor

engaged any individual, company or entity that will offer testimony on Registrant’s

—

pehalf in the above captioned proceeding.

[\

3. Describe and explain Prins’ understanding of and contentions relating to when and
how Jackson/Charvel used the mark SAN DIMAS.

Answer: Petitioner’s first attempted use of the term “San Dimas” in a trademark
qceurred in July of 2003 at the Summer NAMM Show in Nashville, TN. At this show,
Retitioner displayed an electric guitar that was branded with the “Charvel” trademark

(U.S. Trademark Registration No. 1373706). Above the Charvel trademark was a decal

=+

he size of a quarter coin that read “San Dimas 25™ Anniversary” (refer to Registrant’s

answer no. 18 above).

1




The unveiling of this Charvel 25™ Anniversary guitar occurred only after Petitioner

1

qarned of the existence of Registrant’s San Dimas Guitar Company and Registrant’s
application for registration of the San Dimas trademark. Furthermore, Registrant
contends that Petitioner’s release of this first ever Jackson/Charvel product to have the
term “San Dimas” physically affixed to a guitar was done in bad faith and for the purpose

of restricting competition. Registrant contends that Petitioner’s continued use of the term

o

‘Ban Dimas” in any form will cause mistakes and confusion with respect to products
manufactured and sold by Registrant and his San Dimas Guitar Company.

4. Explain and describe the type of customer that Prins is targeting or targeted with his
electric guitars sold in connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

Answer: Individuals who purchase electric guitars, male or female, ages 12 and beyond.

25.  Identify the grounds for Prins’ contentions, if any, that the SAN DIMAS GUITARS
THE CALIFORNIA GUITAR COMPANY mark is distinctive.

Answer: Registrant objects to this request because it seeks to discover information that

ot ¢

§ outside the scope of Petitioner’s pleadings in its Petition For Cancellation and therefore

—t
-

ot likely to lead to admissible evidence in the above captioned proceeding. Without

ol

vaiving this objection, Registrant states that San Dimas guitars are distinctive from any

other guitar in that each and every San Dimas guitar manufactured at Registrant’s San

[a—

bimas Guitar Company is branded with a three-inch logo that reads “San Dimas”. This
logo is prominently displayed on front headstock area of the guitar and is easily read

from a long distance. Registrant contends that this branding is unique from any other

e

quitar ever produced and is distinct to products manufactured and sold by Registrént

-+

hrough his San Dimas Guitar Company.
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26. Describe and explain Prins’ understanding of the location of Jackson/Charvel’s
manufacturing plant or plants for SAN DIMAS brand guitars.

Answer: Registrant contends that the only product manufactured by Petitioner that
incorporated term “San Dimas” and might possibly pass the test for what constitutes a
trademark (as defined by U.S.C. §1127 and the TMEP §901.01, §901.02, and §904) was
the 25 Anniversary Charvel, a guitar which was first displayed at the 2003 Summer
NAMM Show in Nashville, TN. Registrant does not know for certain where this item
was manufactured, but believes it was built at Petitioner’s manufacturing plant in either
Corona, California or Ontario, California.

2J. Identify all employees, consultants, or individuals related to or involved with Prins’
marketing, sale, or offering for sale of guitars sold in connection with the SAN
DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark.

Amswer: Registrant objects to this request because it is not likely to lead to evidence in
sypport any pleadings in Petitioner’s Petition For Cancellation. Without waiving this
objection, Registrant states that no other employee, consultant or individual is involved in
the sale and marketing of guitars sold in connection SAN DIMAS GUITARS THE

CALIFORNIA GUITAR COMPANY trademarked products.

[

B. Describe Prins’ entire employment history, including any and all companies that

Prins has been employed by, the positions held at those companies, and the dates of
such employment.

Answer: Registrant objects to Petitioner’s request for Registrant’s employment history
as this information it is outside the scope of Petitioner’s pleadings and not likely to lead
tq evidence in support of any pleading made in Petitioner’s Petition For Cancellation.

29. Identify all individuals involved in the development of the SAN DIMAS GUITARS
THE CALIFORNIA GUITAR COMPANY mark.

13




Apswer: Registrant objects to this request because it is not likely to lead to evidence to
suypport any pleading made by Petitioner in its Petition For Cancellation. Without
waiving this objection, Registrant states that he alone created the mark SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY.

3D. Identify and describe Prins’ first use of the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

Answer: Registrant objects to this request as it seeks information that can be obtained
fyom other sources that are more convenient, less burdensome, and/or less expensive.

Registrant directs Petitioner to the USPTO website as a likely source for this information

—

see registration no. 2,772,766).

31. Identify each time that Prins purchased a Jackson/Charvel guitar from the custom
shop, including the date and model number of the guitar purchased.

Answer: Registrant objects to this request because it is not likely to lead to evidence to
support any pleadings in Petitioner’s Petition For Cancellation. Furthermore, Registrant
abjects to this request as it seeks information that can be obtained from other sources that
re more convenient, less burdensome, and/or less expensive.

32. Provide the name, address, and telephone number of all individuals preparing,
assisting in the preparation of, or providing information in response to

Jackson/Charvel’s Interrogatory Requests, identifying the interrogatory or

interrogatories for which the assistance or information was provided and the specific
information or assistance provided.

Answer: Registrant states that each response was prepared without the assistance of any

pther individual.
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VERIFICATION OF INTERROGATORY ANSWERS

I, Lloyd A. Prins, Registrant in the above captioned proceeding hereby declare
that I have answered to the best of my knowledge, information and belief,
PETITIONER’S INTERROGATORY REQUESTS TO RESPONDENT and that the

facts stated herein are true and correct.

Dated: December 6, 2004

b7 o] A1)

(/L16yd A/ Prins

Ljoyd A. Prins

San Dimas Guitar Company
2B23 Via Saldivar
Glendale, CA 91208




CERTIFICATE OF SERVICE

I, Lloyd A. Prins, hereby certify that I have served REGISTRANT’S RESPONSE

TO PETITIONER’S INTERROGATORY REQUESTS TO RESPONDENT upon:

Mr. Salvador K. Karottki
Goldberg Kohn

55 East Monroe Street
Suite 3700

Chicago, IL 60603-5802

via FedEx Overnight, article number 839687 /93075 . This item was

~

%posited with sufficient postage December 6, 2004.

A effons

Lioyd A. Prins Date
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

 Matter of RECEIVED
bmark Registration No. 2,772,766

he Mark SAN DIMAS GUITARS THE | DEC 07 2004
[FORNIA GUITAR COMPANY
tration Date: October 7, 2003

JACKSON/CHARVEL MANUFACTURING, Cancellation No. 92042614

INC.

PRIN

To:

Pl

Petitioner,

(S, LLOYD A,
Registrant

Salvador K. Karottki

Goldberg, Kohn

55 East Monroe Street, Suite 3700
Chicago, IL 60603

REGISTRANT’S RESPONSE TO
{TITIONER’S REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS

2.114

Docy

And

in suj

Regis

Pursuant to Rule 34 of the Federal Rules of Civil Procedure and the Trademark Rule

(c), Registrant Lloyd A. Prins hereby answers Petitioner’s Request For Production Of

ments And Things.

GENERAL OBJECTION

Registrant objects to the term “doing business as” as used in Petitioner’s Definitions

Instructions as this term is vague, ambiguous an not likely to lead to admissible evidence

pport of Petitioner’s pleadings in its Petition for Cancellation.
Registrant’s answers to these interrogatories are based on information available to

strant at the time of completion and Registrant reserves the right to revise, correct or




supplement its responses and/or objections following the discovery or development of additional

information.

INDIVIDUAL RESPONSES

1. All documents relating or referring to Jackson/Charvel and its SAN DIMAS mark.
RESPONSE: Registrant states that he has no such documents.

2. All documents relating or referring to Prins' adoption of the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Registrant also objects to this request as it seeks documents that can be obtained
from|other sources that are more convenient, less burdensome, and/or less expensive. Registrant
directs Petitioner to the USPTO website as a likely source for this information (see registration
no. 2,772,766). Without waiving this objection, Registrant states that no other documents exist.

3. All documents relating to any mark search performed at any time by Prins.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this

1 documents that evidence or reflect Prins' use of the SAN DIMAS
'TARS THE CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Registrant also objects that this request seeks information that is of a confidential
and ¢ompetitively sensitive nature. Without waiving this objection, Registrant will produce
doc

ents that are not confidential or of a sensitive nature.

(See|Enclosures Nos. San Dimas 001 through 003)

| documents relating to any other marks that Prins contemplated using in

conrlection with his guitars other than the SAN DIMAS GUITARS THE
CAIJFORNIA GUITAR COMPANY mark.




RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
procegeding. Without waiving this objection, Registrant states that he has no such documents.

6. All documents relating or referring to or consisting of advertisements for

Prins| guitar products sold in connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
procgeding. Registrant also objects that this request seeks information that is of a confidential
and competitively sensitive nature. Without waiving this objection, Registrant will produce
documents that are not confidential or of a sensitive nature.

(See Enclosure No. San Dimas 003)

7. Alll documents relating or referring to the mark SAN DIMAS.

RESPONSE: Registrant states that he has no such documents.

8. All documents relating to this Cancellation Proceeding or any advice received
from pthers concerning this Cancellation Proceeding.

RESPONSE: Registrant states that he has no such documents.

9. All correspondence and documents concerning any communications with

other| individuals concerning Jackson/Charvel's SAN DIMAS mark or this
Cancellation Proceeding.

PONSE: Registrant states that he has no such documents.

Il cases, materials, research, or other documents that Prins has collected in
order to prepare for this Cancellation since June 13, 2003.

PONSE: Registrant objects to this request as it seeks to discover information that is

protected by work-product immunity.

11. Al documents relating or referring to or constituting any evidence of actual
confusion, alleged or claimed confusion, or the appearance of confusion regarding
Prins' SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY brand

prodlﬁs and Jackson/Charvel's SAN DIMAS brand products or any other
product.

RESHONSE: Registrant objects that this request is irrelevant to the claims and defenses of this

proce¢ding. Without waiving this objection, Registrant states that he has no such documents.
3




12. All documents constituting or referring or relating to your communications

with
use

third parties regarding your selection, advertising, promotion, naming and/or
bf the mark SAN DIMAS GUITARS THE CALIFORNIA GUITAR

COMPANY.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this

proc

eeding. Without waiving this objection, Registrant states that he has no such documents.

13. All documents referring or relating to the mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY.

7

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this

procgeding. Registrant also objects that this request seeks information that is of a confidential

and

competitively sensitive nature. Without waiving this objection, Registrant will produce

thes¢ documents under the protection of a protective order.

14. §tatements, signed or unsigned, from any person having or purporting to have

pos

15. ]
your
COl
con

ledge or information concerning the subject matter of this Cancellation

the TTAB in response to this proceeding. Accordingly, these documents are already in the

ssion of Petitioner.

All documents that refer or relate to any communication received by you that
use of the SAN DIMAS GUITARS THE CALIFORNIA GUITAR

ANY mark in any form or style, causes confusion, is likely to cause
sion, or dilutes any mark.

RE

Van

pos

16. .

PONSE: Registrant states that the only such documents are those produced by Mark

eet, General Counsel for Petitioner. Accordingly, these documents are already in the

ession of Petitioner.

1 documents used in connection with Prins' answers to Jackson/Charvel's

Intefrogatory Requests.

RESPONSE: Registrant states that the following documents are available to Petitioner, which

are likely already in Petitioner’s possession:

a) Mark VanVleet’s June 13, 2003 letter to Prins
4




b) Prins July 21, 2003 letter to Mark VanVleet

c) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents provided by Petitioner in response to Registrant’s discovery requests.

17. All documents that Prins has identified or has been requested to identify in
respanse to Jackson/Charvel's Interrogatory Requests.

RESPONSE: Registrant states that the following documents are available to Petitioner, which
are likely already in Petitioner’s possession:

e) Mark VanVleet’s June 13, 2003 letter to Prins

f) Prins July 21, 2003 letter to Mark VanVleet

g) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

h) Prins September 2, 2003 letter to Mark VanVieet

e) All documents provided by Petitioner in response to Registrant’s discovery requests.

18. All documents that Prins intends to offer as evidence in this Cancellation
Proceeding.

RESPONSE: Registrant states that he intends to rely on documents offered into evidence by

itjoner as evidence in this proceeding.

19. All sales receipts, invoices, or documents relating to sales of Prins' SAN
D S GUITARS THE CALIFORNIA GUITAR COMPANY brand products.

Registrant objects that this request is irrelevant to the claims and defenses of this
procgeding. Registrant also objects that this request seeks information that is of a confidential
and ¢ompetitively sensitive nature. Without waiving this objection, Registrant will produce
these|documents under the protection of a protective order.

20. All documents relating to Jackson/Charvel's warranty policies.

RESPONSE: Registrant objects to this request as it seeks to discover document that can be

obtaiped from other sources that are more convenient, less burdensome, and/or less expensive.




21. All documents concerning any agreements Prins has or had with
Jackson/Charvel.

RESPONSE: Registrant objects to this request as it seeks information that can be obtained from
other sources that are more convenient, less burdensome, and/or less expensive.

22. All invoices, receipts, and documents relating to Prins' purchase of guitars
from) the Jackson/Charvel custom shop.

RESEONSE: Registrant objects to this request as it seeks information that can be obtained from
other sources that are more convenient, less burdensome, and/or less expensive.

23. All invoices, receipts, and documents relating to Prins' purchase of SAN
DIMAS brand guitars from Jackson/Charvel.

RESPONSE: Registrant states that he has no such documents.

24. All invoices, receipts, and documents relating to Prins' purchase of guitars
containing SAN DIMAS brand necks from Jackson/Charvel.

ONSE: Registrant states that he has no such documents.

25. All documents referring or relating to communications with Jackson/Charvel
concerning the SAN DIMAS mark.

matter of such Affirmative Defense.

ONSE: Registrant objects to this request as it seeks to discover information that is
protacted by work-product immunity and/or other applicable privilege or doctrine. Without
waiving this objection, Registrant states that he has no such documents.

27. All documents relating to Prins' Second Affirmative Defense or the subject
matter of such Affirmative Defense.




1.

30.

28.
matter of such Affirmative Defense

RESPONSE: Registrant objects to this request as it seeks to discover information that is
protected by work—product immunity and/or other applicable privilege or doctrine. Without

waiving this objection, Registrant states that he has no such documents.

All documents relating to Prins' Third Affirmative Defense or the subject

RESPONSE: Registrant objects to this request as it seeks to discover information that is
protected by work-product immunity and/or other applicable privilege or doctrine. Without
waiving this objection, Registrant states that he has no such documents.

29. All documents relating to Prins' Fourth Affirmative Defense or the subject
matter of such Affirmative Defense

RESPONSE: Registrant objects to this request as it seeks to discover information that is
protected by work-product immunity and/or other applicable privilege or doctrine. Without
waiving this objection, Registrant states that the following documents are available to
Petitioner, which are likely already in Petitioner’s possession:

a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVlieet

¢) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

e) All documents that are a part of the record in this proceeding

) All documents provided by Petitioner in response to Registrant’s discovery requests.

All documents relating to Prins' Fifth Affirmative Defense or the subject

matter of such Affirmative Defense

2.

RESPONSE: Registrant objects to this request as it seeks to discover information that is
protected by work-product immunity and/or other applicable privilege or doctrine. Without
waiving this objection, Registrant states that the following documents are available to
Petitioner, which are likely already in Petitioner’s possession:
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a) Mark VanVleet’s June 13, 2003 letter to Prins

b) Prins July 21, 2003 letter to Mark VanVleet

©) Mark VanVleet’s July 24, 2003 letter to Prins (with enclosures)

d) Prins September 2, 2003 letter to Mark VanVleet

) All documents provided by Petitioner in response to Registrant’s discovery requests.

31. All documents relating to Prins' choice or use of font for the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY mark logo.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Registrant also objects that this request seeks information that is of a confidential
and competitively sensitive nature. Without waiving this objection, Registrant will produce
these documents under the protection of a protective order.

32. All documents relating to Prins' first use of the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Registrant also objects that this request seeks information that is of a confidential
and competitively sensitive nature. Without waiving this objection, Registrant will produce
these| documents under the protection of a protective order.

33. All advertisements, posters, or point-of-sale displays relating to
Jackson/Charvel's SAN DIMAS brand guitars.

RESPONSE: Registrant states that he has no such documents.

34. Alll articles, including all newspaper and magazine articles, referencing
Jackspn/Charvel's SAN DIMAS mark of SAN DIMAS brand guitars.

RESPONSE: Registrant states that he has no such documents.

35. Alll articles, including all newspaper and magazine articles, referencing Prins'
SAN | DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark of

SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY brand
guitars.




RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
procgeding. Without waiving this objection, Registrant states that he has no such documents.

36. Any consumer or market surveys or documents relating to such surveys

relating to the SAN DIMAS and SAN DIMAS GUITARS THE CALIFORNIA

GUITAR COMPANY marks or the SAN DIMAS and SAN DIMAS GUITARS

THE |CALIFORNIA GUITAR COMPANY brand products.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Without waiving this objection, Registrant states that he has no such documents.

37. All documents received from the United States Patent and Trademark Office

and documents sent to the United States Patent and Trademark Office relating to

the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects to this requeét as it seeks to discover documents that can be

obtained from other sources that are more convenient, less burdensome, and/or less expensive.

Registrant directs Petitioner to the USPTO website as a likely source for this information (see

registration no. 2,772,766).

38. All documents relating to or consisting of any communication concerning

obtaining registration of or registration of the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Registrant also objects to this request as it seeks to discover documents that can be
obtained from other sources that are more convenient, less burdensome, and/or less expensive.
Registrant directs Petitioner to the USPTO website as a likely source for this information (see

registration no. 2,772,766). Without waiving this objection, Registrant states that no other
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40. All advertisements or mock-ups for advertisements for Prins' SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY brand guitars.

RESPONSE: Registrant objects that this request is irrelevant to the claims and defenses of this
proceeding. Without waiving this objection, Registrant will provide all advertisements for a San
Dimas Guitar The California Guitar Company guitar. Registrant states that no mock-ups exist.

(See|Enclosure Nos. 003 and 004)

41. All documents relating to communications with any other individuals,
including PR agencies or marketing firms or consultants, concerning the
geting of SAN DIMAS GUITARS THE CALIFORNIA GUITAR

y opinions concerning whether Prins can or cannot use the SAN DIMAS
GUITARS THE CALIFORNIA GUITAR COMPANY mark or concerning
whether Prins' SAN DIMAS GUITARS THE CALIFORNIA GUITAR

COMPANY mark is likely to be confused with Jackson/Charvel's SAN DIMAS
mark

: Registrant objects that this request is irrelevant to the claims and defenses of this
eding. Without waiving this objection, Registrant states that he has no such documents.

43. All documents that Prins believes support his positions in this Cancellation
Procéeding.

RESPONSE: Registrant states that he intends to rely on documents entered into evidence by

Petitipner as evidence in this proceeding.

Dated: December 6, 2004

w2

loyd li( Prins

Lloyd A. Prins

San Nimas Guitar Company
2323 Via Saldivar
Glendale, CA 91208
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| Guitar List »
Construction
Bolt-on Neck
25-1/2" Scale
Alder Body

1/4" Figured Maple Top (Quiit or Flame)
3 piece Neck with Jumbo 6100 Frets
Rosewood fretboard
White Dots Inlays
Pickups
Seymour Duncan StagMag Bridge
Seymour Duncan Classic Stack Middle
Seymour Duncan Little ‘59 Neck
Acoustic
GraphTech Piezo Saddles _
Electronics/Controls
9v Active Preamp
Vol./Tone/Acoustic Vol.
5-way Blade Selector
MicroSwitch Hum Slitter

MicroSwtch Mag/Acoustic/Both

Intuitive Stero/Mono Output Jack
Parts
Nut: GraphTech Trem Nut
Hardware: Gold '
Bridge: Solid Brass Vintage Tremolo
Tuners: Sperzel Locking
Dunlop Dual Design Strap Locks
G&G Tweed, Orange-lined Custom Case
Finishes

Cherry (shown) - Cancun - Honey - Gloss
Natural '

Price: US$ 1,895.00

San Dimas 002 \
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CERTIFICATE OF SERVICE

I, Lloyd A. Prins, hereby certify that I hve served REGISTRANT’S RESPONSE
O PETTTIONER’S REQUEST FOR DOCUMENTS AND THINGS upon

Mr. Saldivar K. Karottki
Goldberg Kohn

55 East Monroe Street
Suite 3700

Chicago, IL 60603-5802

ia FedEx Overnight, article # 839889193075. This item was deposited with sufficient

bstage on December 6, 2004.
%7 W / Z/é 200/

Lloyd A’ Prins
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In

RECEIVED

DEC 07 200¢
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

the Matter of

Trademark Registration No. 2,772,766

Far the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY
Raegistration Date: October 7, 2003

JACKSON/CHARVEL MANUFACTURING, Cancellation No. 92042614
INC.,

Petitioner,
V.

PRINS, LI.OYD A,

Registrant

To: Salvador K. Karottki

D¢

a

~

Goldberg, Kohn

55 East Monroe Street, Suite 3700
Chicago, IL 60603

REGISTRANT’S RESPONSE TO PETITIONER’S REQUEST FOR ADMISSIONS

Pursuant to Rule 36 of the Federal Rules of Civil Procedure and the Trademark

Rule 2.119(c), Registrant Lloyd A. Prins hereby answers Petitioner’s Requests For

Aﬁimissions To Respondent.

GENERAL OBJECTION

Registrant objects to the term “doing business as” as used in Petitioner’s

pfinitions And Instructions as this term is vague, ambiguous an not likely to lead to

Imissible evidence in support of Petitioner’s pleadings in its Petition for Cancellation.
Additionally, Registrant objects to Petitioner’s instruction #7 in which Petitioner states:

“If you fail to admit the genuineness of any document or the truth of any matter

requested, and the requesting party proves the genuineness of the document or the truth




of
ing
ne

su

2.

the matter, the requesting party shall be entitled to recover the reasonable expenses
urred in making that proof, including reasonable attorneys’ fees.” Such a statement is
ther an instruction nor a definition, is mean-spirited, and merely sets a tone of

spicion and distrust. -

INDIVIDUAL RESPONSES

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
as early as 1993.

ATswerz Denied.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1994,

Amswer: Denied.

3.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1995,

Answer: Denied.

4

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1996.

Answer: Denied.

5.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1997.

Awswer: Denied.

6.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1998.

Amswer: Denied.

7.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 1999,

A+swer: Denied.




Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 2000.

A*swer: Denied.

9.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 2001.

Aﬁswer: Denied.

10.

11

12.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 2002.

Aﬁswer: Denied.

Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars
in 2003.

Ayswer: Denied.

Jackson/Charvel has continuously used the SAN DIMAS mark in connection with
the sale of guitars from 1993 to present.

Amnswer: Denied.

13|

Jackson/Charvel has sold in the United States tens to hundreds of thousands of
dollars worth of electric guitar products using the SAN DIMAS mark.

Answer: Denied.

14.

15,

Jackson/Charvel’s SAN DIMAS mark has acquired distinctiveness amongst
consumers of guitars.

Aﬁswer: Denied.

Based on Jackson/Charvel’s use and promotion of SAN DIMAS mark with respect
to electric guitars, the SAN DIMAS mark has acquired goodwill and public
recognition among relevant consumers, the industry, and the purchasing public.

Amswer: Denied.

16,

Jackson/Charvel has not authorized Prins to incorporate the SAN DIMAS mark into
any of Prins’ marks.



Answer: Prins cannot truthfully admit or deny this request as Prins contends that

Jackson/Charvel has no rights to a San Dimas mark that entitles Jackson/Charvel to grant

such an authorization.

n

~

17, Prins’ SAN DIMAS logo mark, pictured below, was substantially copied from a

Jackson/Charvel SAN DIMAS logo.

ATswer: Denied.

18, Prins was aware of Jackson/Charvel’s SAN DIMAS mark when he design his SAN

DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark logo.

Answer: Registrant objects to this request, as it is vague, ambiguous and otherwise
nsensical and not reasonably capable of discernment. Denied.

19. When Jackson/Charvel was selling SAN DIMAS brand guitars, the SAN DIMAS

mark had obtained acquired distinctiveness.

Answer: Denied.

2

—

). From 1997 to 2002, purchasers of electric guitars associated the SAN DIMAS mark

with Jackson/Charvel.

Answer: Denied.

21

J

n

Jackson/Charvel has not authorized Prins to use the SAN DIMAS mark.

Answer: Prins cannot truthfully admit or deny this request as Prins contends that

tkson/Charvel has no rights to a San Dimas mark that entitles Jackson/Charvel to grant

such an authorization.

22,

Jaq

S

Jackson/Charvel has not authorized Prins to use the SAN DIMAS mark in
connection with Prins’ guitar products.

Answer: Prins cannot truthfully admit or deny this request as Prins contends that

tkson/Charvel has no rights to a San Dimas mark that entitles Jackson/Charvel to grant

ch an authorization.




23| Prins’ SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark is

likely to cause confusion, or to cause mistake, or to deceive consumers with respect
to Jackson/Charvel’s SAN DIMAS mark.

ATswer: Prins cannot truthfully admit or deny this request as Prins contends that

Jackson/Charvel has not established use of a San Dimas trademark.

2‘

{. The continued registration of Prins’ SAN DIMAS GUITARS THE CALIFORNIA
GUITAR COMPANY mark will cause injury and damage to Jackson/Charvel.

Answer: Denied.

2

3. Jackson/Charvel used its SAN DIMAS mark prior to Prins’ use of any mark
incorporating the terms “SAN DIMAS.”

Answer: Denied.

2

6. Jackson/Charvel used its SAN DIMAS mark in connection with the sale of electric
guitars.

Amnswer: Denied.

T. Jackson/Charvel used its SAN DIMAS mark in point-of-sale displays associated
with its SAN DIMAS brand electric guitars.

A{nswer: Denied.

8. Prins has purchased one or more SAN DIMAS brand guitars from Jackson/Charvel.

Answer: Denied.

P.  Jackson/Charvel provides warranty services for its SAN DIMAS brand guitars.

Answer: Denied.

D.  The SAN DIMAS mark is associated in the guitar industry with Jackson/Charvel.

Answer: Denied.

1. Prins owns one or more SAN DIMAS brand guitars made by Jackson/Charvel.,

inswer: Denied.

2. Prins has had access to Jackson/Charvel’s advertising of its SAN DIMAS brand
electric guitars.




ATl

33

s

34

35

iswer: Denied.

Prins purchased a SAN DIMAS guitar in 2002 from Jackson/Charvel.

Allswer: Denied.

Prins owns guitars with SAN DIMAS brand necks purchased from Jackson/Charvel
after 1999.

Al*swer: Denied.

Jackson/Charvel’s SAN DIMAS brand guitars were never produced in San Dimas,
California.

Allswer: Prins cannot truthfully admit or deny this request as Prins contends that

Ja¢ckson/Charvel has not established use of a San Dimas trademark.

36l Jackson/Charvel has continuously used the SAN DIMAS mark since 1995.
AILSWCPZ Denied.
371 Prins adopted the SAN DIMAS GUITARS THE CALIFORNIA GUITAR

38

COMPANY mark in order to associate him with Jackson/Charvel.

A’Tswer: Denied.

Prins’ SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark is
likely to cause confusion with Jackson/Charvel’s SAN DIMAS mark.

AAswer: Prins cannot truthfully admit or deny this request as Prins contends that

Jackson/Charvel has not established use of a San Dimas trademark.

39

Jackson/Charvel has protectible trademark rights in the SAN DIMAS mark.

Answer: Denied.

40

The SAN DIMAS mark is distinctive.

Answer: Prins admits that the registered San Dimas mark is distinctive to products

m'Jnufactured and sold by the San Dimas Guitar Company, a company owned and




operated by Prins. Prins denies that a trademark that includes the term “San Dimas” is

41.

is

42.

A

distinctive to products manufactured and sold by Jackson/Charvel.

The SAN DIMAS mark is strong.

Answer: Prins admits that the registered San Dimas mark is strong as it relates to
prpducts manufactured and sold by the San Dimas Guitar Company, a company owned

and operated by Prins. Prins denies that a trademark that includes the term “San Dimas”

strong as it relates to products manufactured and sold by Jackson/Charvel.

Prins’ SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark is
very similar in sight, sound, and meaning to Jackson/Charvel’s SAN DIMAS mark

nswer: Denied.

43. Prins’ SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark

contains all of the Jackson/Charvel’s SAN DIMAS mark.

Answer: Denied.

44

Al

4%

b The dominant portions of Prins’ mark and Jackson/Charvel’s mark is “SAN
DIMAS.”

nswer: Denied.

. The dominant portions of Prins’ SAN DIMAS GUITARS THE CALIFORNIA

GUITAR COMPANY mark and Jackson/Charvel’s SAN DIMAS mark are
identical.

Amlswer: Denied.

46. The goods description for Prins’ SAN DIMAS GUITARS THE CALIFORNIA

GUITAR COMPANY mark is “electric guitars and electric basses.”

Answer: Admitted.

47. The goods description for Prins’ SAN DIMAS GUITARS THE CALIFORNIA

GUITAR COMPANY mark is identical to the goods with which Jackson/Charvel
uses the SAN DIMAS mark in connection.

Answer: Denied.




48.

Prins markets and sells products using the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark to the same consumer market as
Jackson/Charvel’s guitars.

Amswer: Prins objects to this request as the terms “same” and “consumer market” are

u

§

J

m

C4

44.

u

1

]

]

SA

5

Ax

S

52

).

defined. Without waiving this objection, Prins denies that the purchasers of

ckson/Charvel guitars are the same purchasers of Prins’ SAN DIMAS GUITARS THE

ALIFORNIA GUITAR COMPANY marked guitars.

Prins markets and sells products using the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark through the same trade channels as
Jackson/Charvel uses to sell its guitars.

Answer: Prins objects to this request as the terms “same” and “trade channels” are

defined. Without waiving this objection, Prins denies that the methods by which
ckson/Charvel guitars enter the market are the equal to the methods by which Prins’

AN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY marked guitars

e1+er the market.

Prior to 1997, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

aswer: Denied

Prior to 1998, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

A+swer: Denied.

Prior to 1999, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

A+swer: Denied.




53.

Al

54

)

54.

Prior to 2000, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

pswer: Denied.

Prior to 2001, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

Jswer: Denied.

Prior to 2002, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

Jswer: Denied.

Prior to 2003, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

Answer: Denied.

7. During 2003, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars. :

Answer: Denied.

58.

During 2004, Prins was licensed and authorized by Jackson/Charvel to use the SAN

DIMAS mark in connection with the sale and distribution of SAN DIMAS brand
guitars.

Answer: Denied.

60|

ap

59. Prins knowingly chose a mark containing the terms “SAN DIMAS” even though the

SAN DIMAS mark is associated with Jackson/Charvel.

Answer: Denied.

The SAN DIMAS mark has secondary meaning among guitar consumers.

Amswer: Prins admits that there is a secondary meaning of the San Dimas mark as it

plies to products manufactured and sold by Prins’ and his San Dimas Guitar Company.




Prins denies that a secondary meaning exists with products manufactured and sold by

Jackson/Charvel.

61. Jackson/Charvel builds SAN DIMAS brand guitars in its custom shop.

Answer: Denied.

62. Jackson/Charvel has built and marketed SAN DIMAS brand guitars every year
since 1993.

Answer: Denied.

10




VERIFICATION OF ANSWERS TO ADMISSIONS

Pursuant to Rule 36(a) of the Federal Rules of Civil Procedures, I, Lloyd A. Prins
have answered to the best of my ability, knowledge and information available to me,

PETITIONER’S REQUEST FOR ADMISSIONS.

Dated: December 5, 2004

o Al ASDS

Lioyd A. Prins

Llloyd A. Prins

Sdn Dimas Guitar Company
2323 Via Saldivar
Glendale, CA 91208




CERTIFICATE OF SERVICE

I, Lloyd A. Prins, hereby certify that I have served REGISTRANT’S RESPONSE

TO PETITIONER REQUEST FOR ADMISSIONS upon:

Mr. Salvador K. Karottki
Goldberg Kohn

55 East Monroe Street
Suite 3700

Chicago, IL 60603-5802

via FedEx Overnight, article number 83788 ?/ 750 73 . This item was

deposited with sufficient postage December 6, 2004.

%M %7% t2fo/2004

LIdyd A #rins Date
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Re:

Dear

This
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seek

In mll attempt to resolve this discove

Jacky
can by

Alle

DBERG KOHN

GOLDBERG KOHN BELL BLACK ROSENBLOOM & MORITZ, LTD

mber 29, 2004 sal karottki@goldbergkohn.com

direct phone: 312.201.3861
direct fax: 312.863.7861

FEDERAL EXPRESS AND ELECTRONIC MAIL

| A. Prins

Dimas Guitar Company
Via Saldivar ,
dale, California 91208

Jackson/Charvel Manufacturing, Inc. v, Prins, Cancellation No. 92042614 — Rule 37 — Failure
to Disclose Information
Mr. Prins:

s a Rule 37 letter. On November 1, 2004, Jackson/Charvel Manufacturing, Inc. ("Jackson/Charvel")
y served Interrogatory Requests, Requests for Production, and Requests for A
t than properly answer or respond to J ackson/Charvel'
ither provided evasive and incomplete answers or r
ple, you failed to provide any information in respon
ests; produced only four pages of documents in
Iction; and refused to admit or deny certain straightfo
id to provide complicated, conditional responses.
diately provide good faith responses to Jackson/Cha

rvel's discovery requests, or we will be forced to
relief from the Trademark Trial and Appeal Board ("TTAB").

dmission upon you.
s reasonable discovery requests, in many cases,
efused to provide any information at all. For
se to a third of Jackson/Charvel's Interrogatory

response to Jackson/Charvel's Requests for
rward and basic Requests for Admission, opting

This is unacceptable. We request that you

ry dispute, we provide detailed arguments below for why

relevant and why your objections lack merit. In each case, there
entitled to a proper response.

on/Charvel's discovery requests are
e no dispute that Jackson/Charvel is

ed Confidential and/or Proprietary Information

In 1y

Jack:;{on/Charvel, you refused to provide answers or produ
confidential or proprietary. (See, e.g., Prins' Responses to Ja

Nos.
2)

confiential or proprietary,

Confi

its own concerns about disclosing confidential info
parties should be able to agree that signing a Con

confid

esponse  to  multiple Interrogatory Requests and Requests for Production propounded by

ce documents because they are alleged

ckson/Charvel's Interrogatory Requests, at
1, 12-4, 20; Prins' Responses to Jackson/Charvel's Reque

sts for Production, at Nos. 4, 6,13, 19, 31-
Without addressing. the merits of your claims that the information Jackson/Charvel seeks is
we would like to short-circuit any of your concerns by agreeing to a
dentiality Stipulation and Protective Order ("Confidentiality Stipulation"). As Jackson/Charvel has

rmation to you, a direct competitor, we believe both
fidentiality Stipulation and promptly disclosing relevant

lential information is the most efficient way to proceed. Toward that end, we have already sent a

TEL 312.201.4000 FAX 312.332.2196 WEB WWW.GOLDBERGKOHN.COM
55 EAST MONROE STREET SUITE 3700 CHICAGO ILLINOIS 60603-5802

hod
TV MERITAS LAW FIRMS WORLDWIDE




Lloyd
Decet
Page

Confy
possil

Resp

GOLDBERG KOHN BELL BLACK ROSENBLOOM & MORITZ, LTD

A. Prins
mber 29, 2004
2

dentiality Stipulation to you. Please execute this Confidentiality Stipulation or contact us as soon as
ble to discuss it.

In Int
the S
electn
objec
secon

With
Stipu
objec

trademark, such as that sought by Jackson/Charvel, is discoverab

& K
Aktie
- Trial
400-4
mark
an an

Resp

pnse to Interrogatory Request No. 1

errogatory Request No. 1, Jackson/Charvel requested that you
AN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark for use in connection with
ic guitars." You objected to this reasonable request and provided no information. Your first
tion states that the request requires you "to disclose proprietary and confidential information." Your
d objection states that Interrogatory Request No. 1 is "not likely to lead to admissible evidence."

"[e]xplain how Prins adopted or chose

respect to your first objection, as noted above, Jackson/Charvel has sent you a Confidentiality
ation and would like to enter into such an agreement to avoid any of your concerns. Your second
tion has no merit. Information reélating to the adoption, selection, and evolution of a registrant's

le and relevant. See, e.g., Goodyear Tire
ubber Co. v. Tyrco Industries, 186 US.P.Q. 207, 208 (T.T.A.B. 1975); Volkswagenwerk
ngesellschaft v. MTD Products Inc., 181 U.S.P.Q. 471,473 (T.T.AB. 1974

). Indeed, the Trademark
and Appeal Board Manual of Procedure ("TBMP") specifically states as much. See TBMP § 414, at

8 (2d ed., 1st rev. 2004) (“Information concerning a party's selection and adoption of its involved

is generally discoverable (particularly of a defendant)."). Accordingly, Jackson/Charvel is entitled to
swer to Interrogatory No. 1.

bnse to Interrogatory Request No. 2

In Inferrogatory Request No. 2, Jackson/Charvel requested that you

font
mateq

GUITAR COMPANY mark logo."
stating that Interrogatory Request N

respe

registrant's trademark is discoverable and relevant.

- Jacks

Resp

“[d]escribe how Prins chose the logo
for the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark, including all

ials reviewed in connection with the design of the SAN DIMAS GUITARS THE CALIFORNIA
You objected to this reasonable request and provided no information,

0. 2is "not likely to lead to admissible evidence." As noted above with
Pt to Interrogatory. No. 1, information relating to the adoption, selection, and evolution of a

Accordingly, your objection has no merit, and
pn/Charvel is entitled to an answer to Interrogatory No. 2.

nses to Interrogatory Requests Nos. 3-5

In Int
and |

Whilg you purported to provide and answer to all three Inte

errogatory Requests Nos. 3 through 5, Jackson/Charvel requested that you provide

"the entire factual
pgal bas:s" for your first three Affirmative Defenses—Ilaches, waiver, and esto

ppel, respectively.

rrogatory Requests, your answers were evasive
and incomplete.




Lloy

GOLDBERG KOHN BELL BLACK ROSENBLOOM & MORITZ, LTD

d A. Prins

December 29, 2004

Page

With
gener
defen

respect to the factual and legal bases for each respective affirmative defense, your answers were so
al as to be useless. When explaining the facts and legal grounds upon which your laches affirmative
se is supposedly based, you stated, "Registrant contends that Petitioner was negligent in establishing

and maintaining a claim to a trademark that included the term 'San Dimas' in whole or in part." (Emphasis

adde
throt

Dim

defe
of the

to R
your
resp:

Iny

gh Petitioner's actions, Petitioner waived any and all rights to a trademark that included the term San
s in whole or in part." (Emphasis added.) With respect to your supposed estoppel affirmative
se, you stated, "Petitioner has made several changes in the conduct and treatment of Petitioner's use
 a [sic] San Dimas mark and that these changes were made with the deliberate intent of causing harm
gistrant." (Emphasis added.) Setting aside whether your answers make any sense as legal theories,
answers are so general that we cannot determine any of the factual bases for your defenses. Your

f.) Witk respect to your supposed waiver affirmative defense, you stated, "Registrant believes that

1

€

dnses provide no detail, are wholly inadequate, and must be supplemented.

gur answers to these three Interrogatory Requests, you also state that the factual bases for your

arguments are found somewhere in every piece of correspondence between you and Jackson/Charvel's

coun
discq
corrg
state
Jacks

for

Jack:

yom;Frguments for you. If you cannot articulate specific facts and legal arguments supporting your own

affir

must

Res

sel, Mark Van Vleet, as well as in "all documents provided by [J ackson/Charvel] in response to [your]
very requests.” This general response is also inadequate. It is inappropriate for you to designate all
spondence and documents exchanged in connection with this Cancellation Proceeding and generally
that these documents contain the factual bases of your claims without providing any explanation.
on/Charvel's Interrogatory Requests are straightforward—they seek only the factual and legal bases
your own affirmative defenses. It is improper of you to attempt to shift the burden onto
son/Charvel to sift through every document exchanged in connection with this proceeding to make

ative defenses, you should withdraw these defenses. If you intend to maintain these defenses, you
adequately supplement you answers to these Interro gatory Requests.

onses to Interrogatory Requests Nos. 6-7

In In
legal

Nos.

corrg
answ
even
the
facty

terrogatory Requests Nos. 6 and 7, Jackson/Charvel requested that you provide "the entire factual and
basis" for your Fourth and Fifth Affirmative Defenses. Like your answers to Interrogatory Requests
3 through 5, you answered Interrogatory Requests Nos. 6 and 7 with a general citation to all
spondence and documents exchanged in connection with this Cancellation Proceeding. Unlike your
ers to Interrogatory Requests Nos. 3 through 5, however, you did not provide any factual detail (not
general references to alleged "actions" by Jackson/Charvel) and simply cited to sections of title 15 of
Jnited States Code. As noted above, your answers are so general that we cannot determine any of the
al bases for your Fourth and Fifth Affirmative Defenses. Accordingly, your answers are inadequate

and must be supplemented.




GOLDBERG KOHN BELL BLACK ROSENBLOOM & MORITZ, LTD

Lloyd A. Prins
December 29, 2004

Page ¢t

Resppnse to Interrogatory Request No. 10

In In
know
reaso

terrogatory Request No. 10, Jackson/Charvel requested that you "[i]dentify all persons with
ledge of the facts, issues, or matters relating to this Cancellation Proceeding." You objected to this
nable request and provided no information, stating that the request is "vague, ambiguous, and overly

broad." Your objection has no merit.

Jacky
{l
contd
procg
Inten
indi:

the

on/Charvel's Interrogatory Request No. 10 seeks to determine what individuals have knowledge of
acts relevant to this proceeding. This request is obviously relevant. The request is also clear and
ins no ambiguity or vagueness: What individuals have knowledge of the facts involved in this:
reding? Your objection to the contrary has no merit. Without access to the information sought in this
rogatory Request, Jackson/Charvel is deprived of the ability to discover information from any
vidual other than you because Jackson/Charvel does not know these individuals identities. This is

unacgeptable, and you must answer this Interrogatory Request.

Your

that

answ
Intert
know
whic

overly broad, or ambiguous, you are obligated to answer J ackson/Charvel'
See

discovery is proper when propounded b
adversary.").

Res

objection and failure to answer this Interrogatory Request is particularly disturbing in light of the fact
you propounded a virtually identical request to Jackson/Charvel—a request that Jackson/Charvel
ered, providing the names of individuals with knowledge relevant to the proceeding. Your
rogatory Request No. 3 stated: "Identify each and every person whom Petitioner claims to have
ledge of the facts and claims as set forth in its Petition to Cancel." In light of your similar request,
h you certified was consistent with the Federal Rules of Civil Procedure and was not unreasonable,

s Interrogatory Request No. 10.

IBMP § 408.01, at 400-55 ("[A] party ordinarily will not be heard to contend that a request for

y the party itself but improper. when propounded by its

onse to Interrogatory Request No. 1_1

In Interrogatory Request No. 10, Jackson/Charvel requested that you
knowledge of facts supporting Prins' Affirmative Defenses."
provided no information, stating that the request is "
nonsensical and not reasonably capable of discernment."

As 1
idens

requests of Jackson/Charvel, and
TBMEP § 408 01, at 400-55.

"[i]dentify al[l] persons with
You objected to this reasonable request and
vague, ambiguous, overly broad, otherwise
Your objection has no merit.

oted above with respect to Interrogatory Request No. 10, Jackson/Charvel is entitled to learn the

ities of individuals with knowledge concerning your Affirmative Defenses, You asked similar

you cannot know contend that such requests are unreasonable. See
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You

disce
possi
disce

Inter

5

ppparent’y contend that Interrogatory Request No. 11 is "nonsensical and not reasonably capable of
mment" because the word "all" in the Interrogatory Request was misspelled "al." While it certainly is
ble that typographical errors or misspellings may render a discovery request not reasonably capable of
mment, Interrogatory No. 11 is not such a request. You are well aware of what information
ogatory Request No. 11 seeks, and your feigned inability to understand the request is disingenuous.

We are confident that the TTAB would not agree that you are incapable of discerning the meaning of
Interjogatory No. 11. Accordingly, we request that you immediately provide an answer.

Resppnse to Interrogatory Request No. 12

InIn

has ¢

errogatory Request No. 12, Jackson/Charvel requested that you "[i]dentify all individuals whom Prins
pmmunicated with since June 13, 2003, concerning Jackson/Charvel, Jackson/Charvel's SAN DIMAS

’

marl] Prins' use of the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark, or this

Canc

objected to this request and provided no information. Your first obi
"disclosure of confidential information." Your second obj

"not

Witk
Stipul
objed

have

admissions or disclosed relevant information.

You

withq

Jackson/Charvel or a finder of fact. The instructions to Jackson/Charvel'
indicated that to "identify"
know

telep
you ¢

In order to focus you on the information that Jackson/Charvel is seeking,
ident

Jackson/Charvel's SAN DIMAS trademark, this

betw

shoul

ellation Proceeding . . . [and] the topic(s) on which Prins communicated with the individual." You

~

jection states that the request requires

ection states that Interrogatory Request No. 12 is
likely to Jead to admissible evidence."

respect to your first objection, as noted above, Jackson/Charvel has sent you a Confidentiality
Jation and would like to enter into such an agreement to avoid any of your concerns. Your second
tion has no merit. Jackson/Charvel is entitled to learn the identities of individuals with whom you
communicated concerning this proceeding in order to discover whether you made any relevant

Went on to answer Interrogatory Request No. 12 by identifying en masse "tens of hundreds of people"

ut naming any specific individual. Obviously, this answer does not provide any useful information to

s Interrogatory Requests clearly
a person you were required to list that person's (1) full name; (2) present or last-

n home and business address (including street name and number, city or town, and state) and

one number; and (3) present or last-known position, business affiliation, and job description. Yet,
id not "identify" any specific individual or individuals,

we will accept an answer that
requested advice concerning

Cancellation Proceeding, and the trademark dispute
gen you and Jackson/Charvel since June 13, 2003, including the topic(s) that were discussed.  You

d be able to identify these individuals, and we request that you s

fies individuals with whom you have spoken or to whom .you

upplement your answer to
Interfogatory Request No. 12 accordingly.
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Response to Interrogatory Request No. 13

In Interrogatory Request No. 13, Jackson/Charvel requested that you "[i]dentify all sales of electric guitars
bearing or made in comnection with' the SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark." You objected to this reasonable request and provided no information, refusing even to
rovide business records in lieu of an answer. Your first objection states that the request seeks

‘confidential and/or proprietary information." Your second objection states that Interrogatory Request No.
3 1s "not likely to lead to admissible evidence."

ith respect to your first objection, as noted above, Jackson/Charvel has sent you a Confidentiality
Stipulation and would like to enter into such an agreement to avoid any of your concerns. Your second
dbjection is not well taken. A registrant's use of its mark in commerce within the United States is relevant

the issue of priority of use and likelihood of confusion. See Double J of Broward Inc. v. Skalony
yortswear GmbH, 21 U.S.P.Q.2d 1609, 1612 (T.T.AB. 1992). Your sales of SAN DIMAS brand guitars
provide direct evidence of your use of the mark in commerce; therefore, such evidence is both discoverable
and relevant. Accordingly, Jackson/Charvel is entitled to.an answer to Interrogatory No. 13.

Reesponse to Interrogatory Request No. 14

In|Interrogatory Request No. 14, Jackson/Charvel requested that you "[i]dentify all methods through which
Prins has marketed, sold, or offered for sale electric guitars bearing or sold in connection with the SAN
DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark " You objected to this reasonable
Tequest and provided no information. Your first objection states that the request requires "disclosure [of]

information that is of a competitive and confidential nature." Your second objection states that
Interrogatory Request No. 14 is "not likely to lead to admissible evidence."

With respect to your first objection, as noted above, Jackson/Charvel has sent you a Confidentiality
Stipulation and would like to enter into such an agreement to avoid any of your concerns. Your second
objgction has no merit. Information concerning the similarity of trade channels used by the parties is one

of the factors in the likelihood of confusion analysis (the DuPont factors) and is directly relevant to the
claims in Jackson/Charvel's Petition for Cancellation. Application of E. I. DuPont DeNemours & Co., 476
F.2q4 1357, 1361 (C.CP.A. 1973). In Interrogatory No. 14, Jackson/Charvel seeks information that is
clearly relevant to the likelihood of confusion analysis, which is at the center of every trademark dispute.
Accprdingly, Jackson/Charvel is entitled to an answer to Interrogatory No. 14.
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Response to Interrogatory Request No. 15

In Interrogatory Request No. 15, Jackson/Charvel requested that you "[i]dentify all the ways, if any, in
which Prins performed a trademark search before adopting the mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY." You objected to this reasonable request and provided no
information. Your first objection states that the request "assumes facts not in evidence." Your second

objection states that Interrogatory Request No. 15 is "not likely to lead to admissible evidence." Both of
your objections lack merit. ‘ '

ith respect to your first objection, Interrogatory Request No. 15 assumes no facts. This request clearly
tates "[i]dentify all ways, if any," in which Prins performed a trademark search. (Emphasis added.) If you
id not perform any trademark search before adopting your SAN DIMAS trademark, Jackson/Charvel is
ntitled to know this information, and you should be able to clearly state as much. If you did perform a
trademark search of any kind, Jackson/Charvel is entitled to learn this information. Indeed, the TBMP
jtates as much. See TBMP § 414, at 400-68 (stating that information concerning search reports is
discoverable). Furthermore, if you were aware of Jackson/Charvel's use of the SAN DIMAS mark through
any kind of trademark search prior to the adoption of your SAN DIMAS trademark for use on identical
joods, this information is relevant and discoverable. See id. § 414, at 400-69 (stating that information

cbncerning a party's awareness of others' use of the same or similar marks is discoverable). Accordingly,
Jackson/Charvel is entitled to an answer to Interrogatory No. 15.

sponse to Interrogatory No. 19

In| Interrogatory Request No. 19, Jackson/Charvel requested that you "[i]dentify any and all mark searches
1 surveys performed by Prins at any time and the dates on which such - searches or surveys were
formed." You objected to this reasonable request and provided no information. Your first objection

states that the request "assumes facts not in evidence." Your second objection states that Interrogatory

Rejquest Ne. 15 is "not likely to lead to admissible evidence." Both of your objections lack merit.

With respect to your first objection, as in the case of Intérrogatory Request No. 15, no facts are assumed in
the|request. If you have not performed any tradernark searches-or surveys of any kind, you are required to

stlose this relevant information. If you did perform such trademark searches or surveys,
Jackson/Charvel is entitled to this information. '

gerning trademark searches that you have performed. In addition, trademark surveys that you have
perfprmed concerning the SAN DIMAS mark are also relevant. Such surveys often provide relevant
i ation concerning the nature and extent of actual confusion, see E. I. DuPont DeNemours & Co., 476
F.2d at 1361, as well as information concerning consumer recognition of a mark in the marketplace. This
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information directly impacts the protectability of your trademark and the likelihood of confusion analysis.
Accordingly, Jackson/Charvel is entitled to an answer to Interrogatory No. 19.

Responses to Interrogatory Requests Nos. 21 and 23

In Interrogatory Requests Nos. 21 and 23, Jackson/Charvel requested information concerning the dates on
which you became aware of Jackson/Charvel's SAN DIMAS mark "in any format whatsoever," as well as

our understanding of when and how Jackson/Charvel used "SAN DIMAS." You answered both of these
nterrogatory Requests; however, your answers were incomplete.

As noted above, your knowledge of others' use of "SAN DIMAS" is relevant and discoverable. See TBMP
& 414, at 400-69. Interrogatory Requests Nos. 21 and 23 seek to discover information about your

owledge of Jackson/Charvel's use of "SAN DIMAS." With respect to its Interrogatory Requests,
Tackson/Charvel defined the term "Jackson/Charvel" to include "its predecessors-in-interest, such as
International Music Company ('IMC') and Akai Musical Instruments Corporation (‘Akai')." Your
apswers to Interrogatory Requests Nos. 21 and 23 do not include any mention of IMC's or Akai's use

"SAN DIMAS," of which we believe you were well aware. Jackson/Charvel is entitled to learn
your understanding of when Jackson/Charvel (including its predecessors-in-interest) first used "SAN
D S," over what time period such use occurred, and how such use occurred. Not only is this
information relevant to discover your understanding of others' use of "SAN DIMAS," as noted above,
bit this information is relevant because "[wlhether thete is evidence of intent to trade on the goodwill
or|another is a factor to be considered" in the likelihood of confusion analysis. See J&J Snack Foods

Carp. v. McDonald's Corp., 932 F.2d 1460, 1462 (Fed. Cir. 1991). Accordingly, Jackson/Charvel is
ertitled to complete answers to Interrogatory Requests Nos. 21 and 23.

ssponse to Interrogatory Request No. 28

In Interrogatory Request No. 28, Jackson/Charvel requested that you "[d]escribe Prins' entire employment
histpry, including any and all companies that Prins has been employed by, the positions held at those
companies, and the dates of such employment." You objected to this reasonable request, stating that

Intetrogatory Request No. 28 is "not likely to lead to admissible evidence," and provided no information.
Youl objection has no merit.

Your employment history is relevant to this proceeding because it may provide information about your
gencral knowledge of the guitar manufacturing industry and the products sold within that industry. If you
were|aware of Jackson/Charvel's extensive use of the SAN DIMAS mark prior to your adoption of a SAN
DIMAS mark, as we believe anyone associated with the guitar manufacturing industry would be, this
i ation is relevant. Accordingly, Jackson/Charvel is entitled to an answer to Interrogatory No. 28.
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Response to Interrogatory Request No. 30

In Interrogatory Request No. 30, Jackson/Charvel requested that you "[i]dentify and describe Prins' first
use of the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark." Instead of
answering the request, you objected, stating that the request "seeks information that can be obtained from
other sources that are more convenient, less burdensome, and/or less expensive." You provided no

informarion except you directed Jackson/Charvel to the U.S. Patent and Trademark ("U.S. PTO") website,
citing it as a "likely source of this information."

nformation concerning a registrant's first use of a trademark (including the date and name, address, and
ffiliation of person who purchased a product bearing the mark) is relevant and discoverable. See, e.g.,
Miller & Fink Corp. v. Servicemaster Hospital Corp., 184 U.S.P.Q. 495, 496 (T.T.A.B. 1975); TBMP §
414, at 400-68. In fact, this information is crucial with respect to priority issues. Your refusal to answer a
request cencerning your own first use of your SAN DIMAS mark is shocking. What source of information
would be more convenient and less burdensome concerning the facts surrounding your own first use of a
SAN DIMAS mark than you? Your referencing of a government agency website in lieu of an answer is
improper. Jackson/Charvel is entitled to a full and complete answer to Interrogatory Request No. 30.

Re¢sponse to Interrogatory Request No. 31

In |Interrogatory Request No. 31, Jackson/Charvel requested that you "[i]dentify each time that Prins
putchased a Jackson/Charvel guitar from the custom shop, including the date and model number of the
guitar purchased." You objected to this reasonable request, stating that Interrogatory Request No. 31 is
"nat likely to lead to admissible evidence," and provided no information. You also objected that the

request "secks information that can be obtained from other sources that are more convenient, less
burdensome, and/or less expensive."

As noted above, your knowledge of Jackson/Charvel's SAN DIMAS products, which were sold in its
custpm shop, is relevant and discoverable. Furthermore, your knowledge of these issues is relevant to your
intedt in adopting your SAN DIMAS mark, which is a factor in the likelihood of confusion analysis. See
J&J\Snack Foods Corp., 932 F.2d at 1462. You are the best and most convenient source of
information concerning your own purchases or purchases made on your behalf from the
Jackgon/Charvel custom shop. Accordingly, Jackson/Charvel is entitled to an answer to Interrogatory

No. 31. At a minimum, you should be able to provide business records which reflect any purchases
you may have made from the Jackson/Charvel custom shop.
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Responses to Requests for Production Generally

As noted above, you produced only four pages of documents in response to Jackson/Charvel's multiple
Requests for Production. You producéd no e-mails. We remind you that the definition of "document"
contained in Jackson/Charvel's Requests for Production includes electronic documents and e-mails.
Jackson/Charvel requests that you provide all responsive electronic documents and e-mails.

esponses to Requests for Production Nos. 4, 6, 13, 19, 31, and 32

response to each one of these Requests for Production, you refused to provide certain documents
ecause they are allegedly confidential and/or competitively sensitive.! As noted above, we sent you a
(Confidentiality Stipulation and would like to agree to such terms as soon as possible. Once we have

reached agreement, we expect that you will promptly produce all documents responsive to these
Requests for Production. - ’

esponse to Request for Production No. 20

In| Request for Production No. 20, Jackson/Charvel requested "all documents relating to Jackson/Charvel's

warranty policies." You objected, stating that the request "seeks information that can be obtained from

other sources that are more convenient, less burdensome, and/or less expensive," and refused to provide
any documents.

As|we have disclosed in discovery responses, on October 25, 2002,
assets of the Jackson/Charvel Division of Akai. Consequently,
interest of Jackson/Charvel. Jackson/Charvel's Requests for Production specifically define
"Jatkson/Charvel" as including its predecessors-in-interest, such as Akai and IMC. If you have any
documents concerning the warranty policies of Akai or IMC based on your purchase of guitars from those
cordpanies, Jackson/Charvel is entitled to discover these documents. You are the best and most convenient
source for this information. Accordingly, we request that you produce these documents immediately.

Jackson/Charvel purchased specific
Akai (as well as IMC) are predecessors-in-

Response to Request for Production No. 21

In Request for Production No. 21, Jackson/Charvel requested "
Prins\has or had with Jackson/Charvel."
be ohtained from other sources that are
refused to provide any documents.

all documents concerning any agreements
You objected, stating that the request "seeks information that can
more convenient, less burdensome, and/or less expensive," and

' You hlso objected that each request was "irrelevant." These objections have no merit.
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These documents are relevant as your knowledge of Jackson/Charvel's use of "SAN DIMAS" is relevant,
as noted above. Furthermore, agreements between the registrant and an owner of a prior mark, which form
the "market interface" between the two, are directly relevant to the likelihood of confusion analysis. E. I

DuPont DeNemours & Co., 476 F.2d at 1361. Therefore, the documents that Jackson/Charvel seeks are
discoverable and relevant.

s noted above, Jackson/Charvel's Requests for Production specifically define "Jackson/Charvel" as
ncluding its predecessors-in-interest, such as Akai and IMC. If you had any agreements with Akai or
MC, Jackson/Charvel is entitled to discover these documents. You are the best and most convenient
source for this information. Accordingly, we request that you produce these documents immediately.

Response to Request for Production No. 22

Request for Production No. 22; Jackson/Charvel requested "all invoices, receipts, and documents
reflating to Prins' purchase of guitars from the Jackson/Charvel custom shop." You objected, stating that

the request "seeks information that can be obtained from other sources that are more convenient, less
burdensome, and/or less expensive," and refused to provide any documents.

Az noted above, your knowledge of Jackson/Charvel's SAN DIMAS products, which were sold in its
cugtom shop, is relevant and discoverable. Furthermore, your knowledge of these issues is relevant to your
int¢nt in adopting your SAN DIMAS mark, which is a factor in the likelihood of confusion analysis. See
J&f Snack Foods Corp., 932 F.2d at 1462. You are the best and most convenient source of documents

concerning your own purchases or purchases made on your behalf from the Jackson/Charvel custom
shop. Accordingly, we request that you produce these documents immediately.

Response to Requests for Production Nos. 26-30

In Requests for Production Nos. 26-30, Jackson/Charvel requested documents relating to each one of your

ative Defenses. You objected to each request based on the "work-product immunity and/or other
applicable privilege or doctrine." You then provided responses; however, it is unclear whether your
respopses concern only documents that you feel are not subject to some privilege.

Rule 6 of the Federal Rules of Civil Procedure provides that, if an objection is made to a request for
produgtion based on a privilege or the work-product immunity, "the party shall make the claim expressly
and shall describe the nature of the documents, communications, or things not produced or disclosed in a
manndr . . . that will enable other parties to assess the applicability of the privilege or protection." Fed. R.
Civ. I 26(b)(5). Tracking the language of Rule 26, Jackson/Charvel stated in its Instruction to its
Requests for Production: "If any privilege is claimed with respect to any documents responsive to these
requests, state the nature of the privilege claimed, all facts relied upon in support of the claim, identify all
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documents related to the claim and identify all persons having any knowledge of any facts related to the
claim." You did not provide any descriptions of the documents (including author, recipient, or document
type) when claiming that certain documents were privileged. Therefore, it is impossible for
Jackson/Charvel to evaluate whether your claims of "work-product immunity and/or other applicable
privilege" have any merit. Jackson/Charvel requests that you immediately provide appropriate descriptions

of documents that you claim are subject to a privilege (a standard privilege log is acceptable) or produce
the documents in question. '

Response to Requests for Production Nos. 37 and 38

n Requests for Production Nos. 37 and 38, Jackson/Charvel requested documents received from and sent
o the U.S. PTO concerning your SAN DIMAS mark, as well as all documents relating to communications
ith any party relating to registration of your SAN DIMAS mark. You objected to both requests, stating

at they sought "to discover documents that can be obtained from other sources that are more convenient,
less burdensome, and/or less expensive."?

These documents are obviously relevant, as they concern your communications with the U.S. PTO about
the protectability of your SAN DIMAS mark. Jackson/Charvel knows that you had such communications
with the U.S. PTO. For example, the U.S. PTO website indicates that you received via e-mail a non-final
Office Action from the U.S. PTO on June 19, 2003. The U.S. PTO website also indicates that you

responded to this Office Action. You have such documents, and Jackson/Charvel is entitled to review
thpse documents.

Ydu are the most convenient and less expensive source for obtaining such documents.  While
Jadkson/Charvel could contract with a third-party service to copy these documents from the U.S. PTO's
filas, such services are expensive. Given that you likely have these documents in your possession, it is not

a sjgnificant burden for you to produce them to Jackson/Charvel. Accordingly, we request that you
progduce these documents immediately.

Reduest for Admission No. 11

In Request for Admission No. 11, Jackson/Charvel asked you to admit that "Jackson/Charvel used the
DIMAS mark in connection with the sale of guitars in 2003." You denied this request to admit. Yet,

ur answer to Interrogatory No. 23, you stated that Jackson/Charvel used the term "SAN DIMAS" in a
ark in 2003. We do not understand how you can affirmatively state that Jackson/Charvel used the

mark|in 2003 when answering an Interrogatory Request but deny Request for Admission No. 11, which
stated the same thing. You should admit Request for Admission No. 11.

% You hlso objected that Request for Production No. 38 was "irrelevant.” This objection has not merit.
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Requests for Admission Nos. 16,21, and 22

In Requests for Admission Nos. 16, 21, and 22, Jackson/Charvel asked you to admit that Jackson/Charvel
has not authorized your use of its SAN DIMAS trademark. You do not properly answer these Requests for
Admission pursuant to Rule 36 of the Federal Rules of Civil Procedure. Instead you refuse to answer the
request without fairly meeting their substance, by stating: "Prins cannot admit or deny this request as Prins

contends that Jackson/Charvel has no rights to a San Dimas mark that entitled Jackson/Charvel to grant
uch an authorization."

ackson/Charvel's Requests for Admission do not assume priority of use by any party and do not assume
at Jackson/Charvel has a protectable trademark. Indeed, Jackson/Charvel's Requests for Admission
efine the term "mark" to include "trademarks, service marks, trade names, or any word or symbol utilized
connection with business activities." Requests for Admission Nos. 16, 21, and 22 simply ask that you
admit tha- Jackson/Charvel has not authorized your use of the term "SAN DIMAS," separate and distinct

from whether authorization is necessary or not. You know this is true, and you should admit Requests for
Aldmission Nos. 16, 21, and 22.

Request for Admission No. 38

Jagkson/Charvel's SAN DIMAS mark." This Request for Admission is straightforward and, if admitted,
wopld simplify this proceeding greatly. Rather than admitting or denying this Request for Admission, you
evasively state, "Prins cannot truthfully admit or deny this request as Prins contends that Jackson/Charvel
has|not established use of a San Dimas trademark." Your response is disingenuous and conflicts with your
own admissions in your answers to Jackson/Charvel's Interrogatory Requests.

As noted above, Jackson/Charvel defined the term "mark" to include "trademarks, service marks, trade
nams, or any word or symbol utilized in connection with business activities." Therefore, Request for
Adnission No. 38 does not imply that Jackson/Charvel has protectable rights in any mark nor does it imply
priofity of use. Rather, Request for Admission No. 38 relates solely to the issue of likelihood of confusion.

In ydur answer to Interrogatory No. 17, you affirmatively state that there is a likelihood of confusion
between the parties' respective marks. Specifically, you state, "Registrant contends that Petitioner's
contigued use of the term 'San Dimas' in any form will cause mistakes and confusion . . . with respect to
products manufactured and sold by Registrant and his San Dimas Guitar Company . . . ." (Emphasis

added) Given your affirmative statement that a likelihood of confusion exists, your refusal to answer
Requgst for Admission No. 38 is in bad faith.
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This proceeding would be significantly simplified if you admit Request for Admission No. 38. Both
parties would be able to focus their attention and resources on contested issues concerning priority and

protectability if you truthfully answer Jackson/Charvel's request. You should admit Request for Admission
No. 38, and any failure to do so is in bad faith.

Summar

s the foregoing demonstrates, in many.respects, your responses to Jackson/Charvel's discovery requests
are whoily inadequate or evasive. In many cases, you refused to respond with any information.
Jackson/Charvel propounded reasonable and relevant discovery requests upon you and is entitled to
responsive answers and documents. We request that you respond immediately. Given the limited amount
of information you have provided to Jackson/Charvel during discovery, we need to address this matter
without delay so that we can adequately prepare for trial.

1 am available to discuss any of the foregoing with you via e-mail or telephone this week, and I request that

Salvador K. Karottki

cec: Oscar L. Alcantara




CERTIFICATE OF SERVICE

Salvador K. Karottki, an attorney, certifies that on December 31, 2004, he caused
a copy of Jackson/Charvel Manufacturing, Inc.'s Motion to Compel and to Test Sufficiency of
Response to Admission Requests, along with accompanying Memorandum in Support, to be
served via U.S. Mail, postage pre-paid, upon:

Lloyd A. Prins

San Dimas Guitar Company
2323 Via Saldivar
Glendale, California 91208

Salvador K. érottki




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Trademark Registration No. 2,772,766

For the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY (Design)
Registration Date: October 7, 2003

JACKSON/CHARVEL MANUFACTURING, Cancellation No. 92042614

INC,,
Petitioner,

RINS, LLOYD A.,

R N i S Sy

Registrant-Respondent.

EMORANDUM IN SUPPORT OF PETITIONER'S MOTION TO COMPEL AND TO
TEST SUFFICIENCY OF RESPONSE TO ADMISSION REQUESTS

Petitioner Jackson/Charvel Manufacturing, Inc. ("Jackson/Charvel”) moves the
Trademark Trial and Appeal Board (the "Board") (i) to compel Respondent Lloyd A. Prins'
("Brins") to fully and completely answer Jackson/Charvel's Interrogatory Nos. 1-7, 10-15, 19, 21,
23,128, 30, and 31; (ii) to compel Prins to produce documents in response to Jackson/Charvel's
Requests for Production Nos. 21-22, 26-30, 37, and 38; and (iii) to deem admitted
Jackson/Charvel's Admission Requests Nos. 11, 16, 21, 22, and 38.

Rather than properly answer or respond to Jackson/Charvel's reasonable discovery
requests, in many cases, Prins either provided evasive and incomplete answers or refused to
provide any information at all. For example, Prins failed to provide any information in response
to a third of Jackson/Charvel's Interrogatories; produced only four pages of documents in
response to Jackson/Charvel's Requests for Production; and refused to admit or deny certain

straightforward and basic Requests for Admission, opting instead to provide evasive,

nonresponsive or qualifying answers. These inadequate responses to Jackson/Charvel's
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discovery requests form the basis of Jackson/Charvel's Motion to Compel and to Test
Sufficiency of Response to Admission Request (the "Motion").

I PRINS' OBJECTIONS BASED ON CONFIDENTIALITY

In response to multiple Interrogatories and Requests for Production propounded
by Jackson/Charvel, Prins refused to provide answers or produce documents because they are
allegedly confidential or proprietary. (See, e.g., Prins' Responses to Jackson/Charvel's
terrogatories, attached as Exhibit D to the Motion, at Nos. 1, 12-14, 20; Prins' Responses to
ackson/Charvel's Requests for Production, attached as Exhibit E to the Motion, at Nos. 4, 6, 13,
19, 31-32.) Both parties have agreed in principle to the need for a Confidentiality Stipulation
and Protective Order ("Confidentiality Stipulation") and are negotiating language for such
Cpnfidentiality Stipulation. Jackson/Charvel believes that the parties should be able to reach
agreement on a Confidentiality Stipulation that then can be submitted to the Board. Therefore,
hile Prins has not produced any information concerning Jackson/Charvel's Interrogatories Nos.
2-14, and 20 and Requests for Production Nos. 4, 6, 13, 19, and 31-32, Jackson/Charvel does
not| move in this Motion to compel responses based on Prins' objections concerning
confidentiality. However, Jackson/Charvel expressly preserves its rights to move to compel
resppnses and/or production of documents in response to these discovery requests if Prins
ultimately refuses to produce documents after a Confidentiality Stipulation is signed or refuses to

sign a Confidentiality Stipulation.

IL. PRINS' FAILURE TO ANSWER JACKSON/CHARVEL'S INTERROGATORIES
A. Prins' Response to Interrogatory No. 1
In Interrogatory No. 1, Jackson/Charvel requested that Prins "[e]xplain how he
adopted or chose the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark

for use lin connection with electric guitars." (Exhibit D to Motion at p. 2.) Prins objected to this




reasonable request and provided no information. Prins objection states that Interrogatory No. 1

is "not likely to lead to admissible evidence."!

(Id.) This objection is baseless.
Information relating to the adoption, selection, and evolution of a registrant's
trademark, such as that sought by Jackson/Charvel, is discoverable and relevant. See, e.g.,
Goodyear Tire & Rubber Co. v. Tyrco Industries, 186 U.S.P.Q. 207, 208 (T.T.A.B. 1975);
Volkswagenwerk Aktiengesellschaft v. MTD Products Inc., 181 U.S.P.Q. 471, 473 (T.T.A.B.
974). Indeed, the Trademark Trial and Appeal Board Manual of Procedure ("TBMP")
pecifically states as much. See TBMP § 414, at 400-68 (2d ed., 1st rev. 2004) ("Information
doncerning a party's selection and adoption of its involved mark is generally discoverable
(particularly of a defendant)."). Accordingly, Jackson/Charvel is entitled to a full and complete
angswer to Interrogatory No. 1, and the Board should compel Prins to provide such an answer.
B. Prins' Response to Interrogatory No. 2
In Interrogatory No. 2, Jackson/Charvel requested that Prins "[d]escribe how
Prips chose the logo font for the SAN DIMAS GUITARS THE CALIFORNIA GUITAR
COMPANY mark, including all materials reviewed in connection with the design of the SAN
DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark logo." (Exhibit D to
Motfon at p. 2.) Prins objected to this reasonable request and provided no information, stating
that Interrogatory No. 2 is "not likely to lead to admissible evidence." (Id.) As noted above with
respect to Interrogatory No. 1, information relating to the adoption, selection, and evolution of a
registrant's trademark is discoverable and relevant. See, e.g., Goodyear Tire & Rubber Co., 186
U.S.PlQ. at 208; Volkswagenwerk Aktiengesellschaft, 181 U.S.P.Q. at 473. Furthermore,

becauge Prins' logo looks strikingly similar to the SAN DIMAS logo used by Jackson/Charvel,

' Prins|also objected that the request required him "to disclose proprietary and confidential information," (id.);

however| as noted above, this objection will not be addressed in this Motion, although Jackson/Charvel preserves its
rights.
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this information is relevant because "[w]hether there is evidence of intent to trade on the
goodwill of another is a factor to be considered" in the likelihood of confusion analysis. See J&J
Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 1462 (Fed. Cir. 1991). Accordingly,
Jackson/Charvel is entitled to a full and complete answer to Interrogatory No. 2, and the Board
should compel Prins to provide such an answer.
C. Prins' Responses to Interrogatory Nos. 3-5

In Interrogatory Nos. 3 through 5, Jackson/Charvel requested that Prins provide
the entire factual and legal basis" for his first three Affirmative Defenses—laches, waiver, and
toppel, respectively.” (Exhibit D to Motion at pp. 2-5.) While Prins purported to provide an
answer to all three Interrogatories, Prins' answers were evasive and incomplete.
With respect to the factual and legal bases for each respective affirmative defense,
Prins' answers were so general as to be useless. When explaining the facts and legal grounds
upbn which Prins' laches affirmative defense is supposedly based, he stated, "Registrant contends
Petitioner was negligent in establishing and maintaining a claim to a trademark that included
the|term 'San Dimas' in whole or in part." (/d. at pp. 2-3 (emphasis added).) With respect to
Prins' purported waiver affirmative defense, he stated, "Registrant believes that through

Petitioner's actions, Petitioner waived any and all rights to a trademark that included the term

San Dimas in whole or in part." (/d. at p. 3 (emphasis added).) With respect to Prins' purported
el affirmative defense, he stated, "Petitioner has made several changes in the conduct and
treatmhent of Petitioner's use of the a [sic] San Dimas mark and that these changes were made
with the deliberate intent of causing harm to Registrant." (/d. at p. 4 (emphasis added).) Prins'

answers are so general that neither Jackson/Charvel nor any finder could determine any of the

2 Jacks:

Charvel moves to compel only an explanation "of the entire factual and legal basis for" Prins' Affirmative
Defenses.
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factual bases for Prins' defenses. Without a description of the allegedly "negligent" acts, the

alleged "actions," and the alleged "changes" that Jackson/Charvel made, Jackson/Charvel cannot

even begin to understand the bases of Prins' Affirmative Defenses.

Furthermore, in Prins' answers to Interrogatory Nos. 3-5, Prins also states that the
factual bases for his arguments are found somewhere in every piece of correspondence between
him and Jackson/Charvel's counsel, Mark Van Vleet, as well as in "all documents provided by
Jackson/Charvel] in response to [your] discovery requests.” (Id. at pp. 2-4 (emphasis added).)
rins' general responses are also inadequate. It is inappropriate for Prins to designate all

dorrespondence and documents exchanged in connection with this Cancellation Proceeding and

gg

nerally state that these documents contain the factual bases of his claims without providing any
explanation.

Jackson/Charvel's Interrogatories are straightforward—they seek only the factual
angd legal bases for Prins' own affirmative defenses. It is improper of Prins to attempt to shift the
butrden onto Jackson/Charvel to sift through every document exchanged in connection with this
proceeding to make Prins' arguments for him. If Prins cannot articulate specific facts and legal
arguments supporting his own affirmative defenses, then those affirmative defenses should be
stridken.  Accordingly, the Board should strike Prins' First, Second, and Third Affirmative
Defénses or, in the alternative, require Prins to fully and completely answer Interrogatory Nos. 3
through §.

D. Prins' Responses to Interrogatory Nos. 6-7

In Interrogatory Nos. 6 and 7, Jackson/Charvel requested that Prins provide "the

entire| factual and legal basis" for your Fourth and Fifth Affirmative Defenses.” (Exhibit D to

3 Jacksgn/Charvel moves to compel only an explanation "of the entire factual and legal basis for" Prins' Affirmative
Defenses.
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Motion at pp. 4-6.) Like his answers to Interrogatory Nos. 3 through 5, Prins answered

Interrogatory Requests Nos. 6 and 7 with a general citation to all correspondence and documents
exchanged in connection with this Cancellation Proceeding. (/d.) Unlike Prins' answers to
Interrogatory Requests Nos. 3 through 5, however, he did not provide any factual detail (not even
general references to alleged "actions" by Jackson/Charvel) and simply cited to sections of title
15 of the United States Code. (Id.) As noted above, Prins' answers are so general that neither
ackson/Charvel nor any finder could determine any of the factual bases for his Fourth and Fifth
ffirmative Defenses. If Prins cannot articulate specific facts supporting his own affirmative
defenses, then those affirmative defenses should be stricken. Accordingly, the Board should
strike Prins' Fourth and Fifth Affirmative Defenses or, in the alternative, require Prins to fully
and completely answer Interrogatory Nos. 6 and 7.
E. Prins' Response to Interrogatory No. 10

In Interrogatory Request No. 10, Jackson/Charvel requested that Prins "[i]dentify
all| persons with knowledge of the facts, issues, or matters relating to this Cancellation
Praceeding.” (/d. at p. 7.) Prins objected to this reasonable request and provided no information,

ting that the request is "vague, ambiguous, and overly broad." (I/d.) Prins' objection has no

Jackson/Charvel's Interrogatory No. 10 seeks to determine what individuals have
ledge of the facts relevant to this proceeding. This request is obviously relevant. The
requast is also clear and contains no ambiguity or vagueness: What individuals have knowledge
of the facts involved in this proceeding? Without access to the information sought in this
Interrogatory, Jackson/Charvel is deprived of the ability to discover information from any

individual other than Prins because Jackson/Charvel does not know these individuals identities.




Prins' objection and failure to answer this Interrogatory Request is particularly

disturbing in light of the fact that he propounded a virtually identical request to
Jackson/Charvel—a request that Jackson/Charvel answered, providing the names of individuals
with knowledge relevant to the proceeding.  Prins' Interrogatory Request No. 3 to
Jackson/Charvel stated: "Identify each and every person whom Petitioner claims to have
knowledge of the facts and claims as set forth in its Petition to Cancel." (See Prins'
terrogatories to Jackson/Charvel, attached hereto as Exhibit 1, at p. 4.) In light of Prins' similar
equest, which he certified was consistent with the Federal Rules of Civil Procedure and was not
nreasonable, overly broad, or ambiguous, Prins is obligated to answer Jackson/Charvel's
Interrogatory No. 10. See TBMP § 408.01, at 400-55 ("[A] party ordinarily will not be heard to
cpntend that a request for discovery is proper when propounded by the party itself but improper
when propounded by its adversary."). Accordingly, Jackson/Charvel is entitled to a full and
camplete answer to Interrogatory No. 10, and the Board should compel Prins to provide such an
answer.

F. Prins' Response to Interrogatory No. 11

In Interrogatory No. 11, Jackson/Charvel requested that Prins "[i]dentify al[l]
persons with knowledge of facts supporting Prins' Affirmative Defenses." (Exhibit D to Motion
at p. 7.) Prins objected to this reasonable request and provided no information, stating that the
request is "vague, ambiguous, overly broad, otherwise nonsensical and not reasonably capable of
discernment.” (Id.)

As noted above with respect to Interrogatory No. 10, Jackson/Charvel is entitled

to learn the 1dentities of individuals with knowledge concerning Prins' Affirmative Defenses.

Prins|asked similar requests of Jackson/Charvel and cannot now contend that such requests are

unreasonable. See TBMP § 408.01, at 400-55.



Prins apparently contends that Interrogatory No. 11 is "nonsensical and not

reasonably capable of discernment" because the word "all" in the Interrogatory was misspelled

"al." While it certainly is possible that typographical errors or misspellings may render a

discovery request not reasonably capable of discernment, Interrogatory No. 11 is not such a
request. Prins is well aware of what information Interrogatory Request No. 11 seeks, and his
feigned inability to understand the request is disingenuous. Prins is not incapable of discerning
he meaning of Interrogatory No. 11. Accordingly, Jackson/Charvel is entitled to a full and
omplete answer to Interrogatory No. 11, and the Board should compel Prins to provide such an

ANSWCET.

G. Prins' Response to Interrogatory No. 12

In Interrogatory No. 12, Jackson/Charvel requested that Prins "[1]dentify all
individuals whom Prins has communicated with since June 13, 2003, concerning

Jackson/Charvel, Jackson/Charvel's SAN DIMAS mark, Prins' use of the SAN DIMAS

GUITARS THE CALIFORNIA GUITAR COMPANY mark, or this Cancellation Proceeding . . .

[ar

—_—

the topic(s) on which Prins communicated with the individual." (Exhibit D to Motion at p.
7.) | Prins objected to this request, stating that Interrogatory No. 12 is "not likely to lead to
issible evidence.” (Id.)

Prins then went on to answer Interrogatory No. 12 by identifying en masse "tens
of hyndreds of people" without naming any specific individual. (See id. at 8.) This answer does
not provide any useful information to Jackson/Charvel or a finder of fact. The instructions to
Jackson/Charvel's Interrogatory Requests clearly indicated that to "identify" a person you were

requited to list that person's (1) full name; (2) present or last-known home and business address

* Prins hlso objected that the request required "disclosure of confidential information," (id. at p. 7); however, as
noted above, this objection will not be addressed in this Motion, although Jackson/Charvel preserves its rights.
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(including street name and number, city or town, and state) and telephone number; and (3)
present or last-known position, business affiliation, and job description. (See Exhibit A to

Motion at p. 2.) Yet, Prins did not "identify" any specific individual or individuals.

Jackson/Charvel informed Prins pursuant to Rule 37 that it would accept an
answer that identifies individuals with whom he has spoken or to whom he requested advice
oncerning Jackson/Charvel's SAN DIMAS trademark, this Cancellation Proceeding, and the
rademark dispute between Prins and Jackson/Charvel since June 13, 2003, including the topic(s)
at were discussed. (See Exhibit G to Motion at 5.) This information is both relevant and is not
unduly burdensome. Accordingly, the Board should compel Prins to provide such information to
Jackson/Charvel.

H. Prins' Response to Interrogatory No. 13

In Interrogatory No. 13, Jackson/Charvel requested that Prins "[i}dentify all sales
of| electric guitars bearing or made in connection with the SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY mark." (Exhibit D to Motion at p. 8.) Prins objected to
thig reasonable request and provided no information, refusing even to provide business records in
liew of an answer. Prins objection states that Interrogatory No. 13 is "not likely to lead to

"5

admyissible evidence."” (/d.) Prins objection is not well taken.

A registrant's use of its mark in commerce within the United States is relevant to
the issue of priority of use and likelihood of confusion. See Double J of Broward Inc. v. Skalony
Sportswear GmbH, 21 U.S.P.Q.2d 1609, 1612 (T.T.A.B. 1992). Prins sales of SAN DIMAS

guitars provide direct evidence of his use of the mark in commerce; therefore, such

evidehce is both discoverable and relevant. Accordingly, Jackson/Charvel is entitled to a full

> Prins| also objected that the request required him to disclose "confidential and/or proprietary information," (id.);
howevet, as noted above, this objection will not be addressed in this Motion, although Jackson/Charvel preserves its
rights.
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and complete answer to Interrogatory No. 13, and the Board should compel Prins to provide such
an answer.

L. Prins' Response to Interrogatory No. 14

In Interrogatory No. 14, Jackson/Charvel requested that Prins "[i]dentify all

methods through which Prins has marketed, sold, or offered for sale electric guitars bearing or
old in connection with the SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY
ark." (Exhibit D to Motion at p. 8.) Prins objected to this reasonable request and provided no
information, stating that Interrogatory No. 14 is "not likely to lead to admissible evidence."®
{(¥d.) Prins' objection has no merit.
Information concerning the similarity of trade channels used by the parties is one
of the factors in the likelihood of confusion analysis (the DuPont factors) and is directly relevant
to| the claims in Jackson/Charvel's Petition for Cancellation. Application of E. I. DuPont
DeNemours & Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973). In Interrogatory No. 14,
Jagkson/Charvel seeks information that is clearly relevant tothe likelihood of confusion
analysis, which is at the center of every trademark dispute. Accordingly, Jackson/Charvel is
entitled to an answer to Interrogatory No. 14, and the Board should compel Prins to provide such
an answer.
J. Prins' Response to Interrogatory No. 15

In Interrogatory No. 15, Jackson/Charvel requested that Prins "[i]dentify all the
ways| if any, in which Prins performed a trademark search before adopting the mark SAN

DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY." (Exhibit D to Motion at p. 8.)

Prins pbjected to this reasonable request and provided no information. His first objection states

% Prins|also objected that the request required "disclosure [of] information that is of a competitive and confidential
nature,”| (id.); however, as noted above, this objection will not be addressed in this Motion, although
Jackson{Charvel preserves its rights.
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that the request "assumes facts not in evidence." (Id.) His second objection states that

Interrogatory No. 15 is "not likely to lead to admissible evidence." (/d.) Both of Prins'

objections lack merit.

With respect to Prins' first objection, Interrogatory No. 15 assumes no facts. This
request clearly states "[i]dentify all ways, if any," in which Prins performed a trademark search.
1d. (emphasis added).) If Prins did not perform any trademark search before adopting his SAN
IMAS trademark, Jackson/Charvel is entitled to know this information, and Prins should be
ble to clearly state as much. If Prins did perform a trademark search of any kind,
Jackson/Charvel is entitled to learn this information. Indeed, the TBMP states as much. See
TBMP § 414, at 400-68 (stating that information concerning search reports is discoverable).
Furthermore, if Prins was aware of Jackson/Charvel's use of the SAN DIMAS mark through any
d of trademark search prior to the adoption of his SAN DIMAS trademark for use on identical

gdods, this information is relevant and discoverable. See id. § 414, at 400-69 (stating that

scoverable). Accordingly, Jackson/Charvel is entitled to an answer to Interrogatory No. 15,
the Board should compel Prins to provide such an answer.
K. Prins' Response to Interrogatory No. 19

In Interrogatory No. 19, Jackson/Charvel requested that Prins "[i]dentify any and
all mark searches or surveys performed by Prins at any time and the dates on which such
sear¢hes or surveys were performed.” (Exhibit D to Motion at p. 10.) Prins objected to this
reasqnable request and provided no information. Prins first objection states that the request

es facts not in evidence." (Id.) Prins second objection states that Interrogatory No. 15 is

"not likely to lead to admissible evidence." (/d.) Both of Prins' objections lack merit.
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With respect to Prins' first objection, as in the case of Jackson/Charvel's
Interrogatory No. 15, no facts are assumed in the request. If Prins did not performed any
trademark searches or surveys of any kind, he are required to disclose this relevant information.

If Prins did perform such trademark searches or surveys, Jackson/Charvel is entitled to this

information.

As with Jackson/Charvel's Interrogatory No. 15, addressed above,
Jackson/Charvel is entitled to discover information concerning trademark searches that Prins
performed or had performed. In addition, trademark surveys that Prins performed or had
performed concerning the SAN DIMAS mark are also relevant. Such surveys often provide
reélevant information concemning the nature and extent of actual confusion, see E. I. DuPont
DeNemours & Co., 476 F.2d at 1361, as well as information concerning consumer recognition of
a |mark in the marketplace. This information directly impacts the protectability of Prins'

emark and the likelihood of confusion analysis. Accordingly, Jackson/Charvel is entitled to

L. Prins' Responses to Interrogatory Nos. 21 and 23

In Interrogatory Nos. 21 and 23, Jackson/Charvel requested information
conderning the dates on which you became aware of Jackson/Charvel's SAN DIMAS mark "in
any format whatsoever," as well as Prins' understanding of when and how Jackson/Charvel used
"SAN DIMAS." (Exhibit D to Motion at p. 11.) Prins answered both of these Interrogatories;
howeyer, his answers were incomplete.
As noted above, Prins' knowledge of others' use of "SAN DIMAS" is relevant and
discoverable. See TBMP § 414, at 400-69. Interrogatory Nos. 21 and 23 seek to discover

information about Prins' knowledge of Jackson/Charvel's use of "SAN DIMAS." With respect to
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its Interrogatories, Jackson/Charvel defined the term "Jackson/Charvel" to include "its
predecessors-in-interest, such as International Music Company (IMC') and Akai Musical
Instruments Corporation (‘Akai')." (Exhibit A to Motion at pp. 1-2.) Prins' answers to
Interrogatory Nos. 21 and 23 did not include any mention of IMC's or Akai's use of "SAN
DIMAS." of which Jackson/Charvel believes Prins was well aware. Jackson/Charvel is entitled
o learn Prins' understanding of when Jackson/Charvel (including its predecessors-in-interest)
irst used "SAN DIMAS," over what time period such use occurred, and how such use occurred.
ot only is this information relevant to discover Prins' understanding of others' use of "SAN
DIMAS," as noted above, but this information is relevant because "[w]hether there is evidence of
intent to trade on the goodwill of another is a factor to be considered” in the likelihood of
confusion analysis. See J&J Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 1462
d. Cir. 1991). Accordingly, Jackson/Charvel is entitled to full and complete answers to
Interrogatory Nos. 21 and 23, and the Board should compel Prins to provide such an answer.
M. Prins' Response to Interrogatory Request No. 28

In Interrogatory No. 28, Jackson/Charvel requested that Prins "[d]escribe Prins'
entire employment history, including any and all companies that Prins has been employed by, the

positions held at those companies, and the dates of such employment." (Exhibit D to Motion at

Prins' employment history is relevant to this proceeding because it may provide
ation about his general knowledge of the guitar manufacturing industry and the products
ithin that industry. If Prins was aware of Jackson/Charvel's extensive use of the SAN
DIMAS mark prior to his adoption of a SAN DIMAS mark, as Jackson/Charvel believes anyone

associated with the guitar manufacturing industry would be, this information is relevant.
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Accordingly, Jackson/Charvel is entitled to an answer to Interrogatory No. 28, and the Board

should compel Prins to provide such an answer.

N. Prins' Response to Interrogatory No. 30
In Interrogatory No. 30, Jackson/Charvel requested that Prins "[i]dentify and

escribe Prins' first use of the SAN DIMAS GUITARS THE CALIFORNIA GUITAR
OMPANY mark." (Exhibit D to Motion at p. 14.) Instead of answering the request, Prins
bjected, stating that the request "seeks information that can be obtained from other sources that
dre more convenient, less burdensome, and/or less expensive." (Id.) Prins provided no
information except that he directed Jackson/Charvel to the U.S. Patent and Trademark ("U.S.
PTO") website, citing it as a "likely source of this information." (/d.)
Information concerning a registrant's first use of a trademark (including the date
and name, address, and affiliation of person who purchased a product bearing the mark) is
relevant and discoverable. See, e.g., Miller & Fink Corp. v. Servicemaster Hospital Corp., 184
U.$.P.Q. 495, 496 (T.T.A.B. 1975); TBMP § 414, at 400-68. Obviously, this information is
crutial with respect to priority issues. Prins' refusal to answer a request concerning his own first
use | of his SAN DIMAS mark is surprising. What source of information would be more
convenient and less burdensome concerning the facts surrounding Prins' own first use of a SAN
DIMAS mark than Prins himself? Prins' reference to the U.S. PTO website website in lieu of an
answer is improper. Jackson/Charvel is entitled to a full and complete answer to Interrogatory
No. 30, andv the Board should compel Prins to provide such an answer.
0. Prins' Response to Interrogatory No. 31

In Interrogatory No. 31, Jackson/Charvel requested that Prins "[i]dentify each
time that Prins purchased a Jackson/Charvel guitar from the custom shop, including the date and

model jnumber of the guitar purchased." (Exhibit D to Motion at p. 14.) Prins objected to this
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reasonable request, stating that Interrogatory No. 31 is "not likely to lead to admissible
evidence," and provided no information. (Id.) He also objected that the request "seeks
information that can be obtained from other sources that are more convenient, less burdensome,
and/or less expensive." (/d.)

As noted above, Prins' knowledge of Jackson/Charvel's SAN DIMAS products,
hich were sold in its custom shop, is relevant and discoverable. Furthermore, Prins' knowledge
df these issues is relevant to his intent in adopting his SAN DIMAS mark, which is a factor in the
likelihood of confusion analysis. See J&J Snack Foods Corp., 932 F.2d at 1462. Prins' is the
best and most convenient source of information concerning his own purchases or purchases
made on his behalf from the Jackson/Charvel custom shop. Accordingly, Jackson/Charvel is
entitled to an answer to Interrogatory No. 31. At a minimum, Prins should be able to provide
business records that reflect any purchases he may have made from the Jackson/Charvel custom
shdp. The Board should compel Prins to provide an answer to Interrogatory No. 31.

III., PRINS' FAILURE TO PRODUCE DOCUMENTS IN RESPONSE TO

JACKSON/CHARVEL'S DOCUMENT REQUESTS
A. Response to Request for Production No. 21

In Request for Production No. 21, Jackson/Charvel requested "all documents
concerning any agreements Prins has or had with Jackson/Charvel." (Exhibit E to Motion at 6.)
Prins| objected, stating that the request "seeks information that can be obtained from other
sources that are more convenient, less burdensome, and/or less expensive," and refused to
ide any documents. (/d.)
These documents are relevant because Prins' knowledge of Jackson/Charvel's use

of "SAIN DIMAS" is relevant, as noted above. Furthermore, agreements between the registrant

and anlowner of a prior mark, which form the "market interface" between the two, are directly
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relevant to the likelihood of confusion analysis. E. I. DuPont DeNemours & Co., 476 F.2d at

1361. Therefore, the documents that Jackson/Charvel seeks are discoverable and relevant.
Furthermore, as noted above, on October 25, 2002, Jackson/Charvel purchased

specific assets of the Jackson/Charvel Division of Akai. Consequently, Akai (as well as IMC)
re predecessors-in-interest of Jackson/Charvel. Jackson/Charvel's Requests for Production
pecifically define "Jackson/Charvel” as including its predecessors-in-interest, such as Akai and
IMC. (See Exhibit B to Motion at 1-2.) If Prins had any agreements with Akai or IMC,
Jackson/Charvel is entitled to discover these documents. Prins is the best and most convenient
source for this information. Accordingly, Jackson/Charvel is entitled to review all documents
responsive to Request for Production No. 21, and the Board should compel Prins to produce such
ddcuments.
B. Prins' Response to Request for Production No. 22

In Request for Production No. 22, Jackson/Charvel requested "all invoices,
recgipts, and documents relating to Prins' purchase of guitars from the Jackson/Charvel custom
" (Exhibit E to Motion at p. 6.) Prins objected, stating that the request "seeks information
that|can be obtained from other sources that are more convenient, less burdensome, and/or less
expdnsive," and refused to provide any documents. (/d.)
As noted above, Prins' knowledge of Jackson/Charvel's SAN DIMAS products,
which were sold in its custom shop, is relevant and discoverable. Furthermore, Prins' knowledge
of thase issues is relevant to his intent in adopting a SAN DIMAS mark, which is a factor in the
likelihood of confusion analysis. See J&J Snack Foods Corp., 932 F.2d at 1462. Prins is the
best and most convenient source of documents concerning his own purchases or purchases made

on his |behalf from the Jackson/Charvel custom shop. Accordingly, Jackson/Charvel is entitled
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to review all documents responsive to Request for Production No. 22, and the Board should
compel Prins to produce such documents.
C. Prins' Response to Requests for Production Nos. 26-30

In Requests for Production Nos. 26-30, Jackson/Charvel requested documents
elating to each one of Prins' Affirmative Defenses. (Exhibit E to Motion at pp. 6-7.) Prins
bjected to each request based on the "work-product immunity and/or other applicable privilege
ar doctrine." (/d.) Prins then provided responses; however, it is unclear whether his responses
cpncern only documents that he feels are not subject to some privilege.
Rule 26 of the Federal Rules of Civil Procedure provides that, if an objection is
made to a request for production based on a privilege or the work-product immunity, "the party
11 make the claim expressly and shall describe the nature of the documents, communications,
or [things not produced or disclosed in a manner . . . that will enable other parties to assess the
applicability of the privilege or protection.” Fed. R. Civ. P. 26(b)(5). Tracking the language of
Rule 26, Jackson/Charvel stated in its Instruction to its Requests for Production: "If any privilege
is claimed with respect to any documents responsive to these requests, state the nature of the
privilege claimed, all facts relied upon in support of the claim, identify all documents related to
the claim and identify all persons having any knowledge of any facts related to the claim."
(Exhibit B to Motion at p. 3.) Prins did not provide any descriptions of the documents (including
authgr, date, recipient, or document type) when claiming that certain documents were privileged.
Ther¢fore, it is impossible for Jackson/Charvel to evaluate whether Prins' claims of "work-
product immunity and/or other applicable privilege" have any merit.  Accordingly,
Jackson/Charvel requests that the Board compel Prins to provide appropriate descriptions of

docurments that he claims are subject to a privilege or produce the documents in question.
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D. Prins' Response to Requests for Production Nos. 37 and 38

In Requests for Production Nos. 37 and 38, Jackson/Charvel requested documents

received from and sent to the U.S. PTO concerning Prins' SAN DIMAS mark, as well as all
documents relating to communications with any party relating to registration of Prins' SAN
IMAS mark. (See Exhibit E to Motion at p. 9.) Prins objected to both requests, stating that
hey sought "to discover documents that can be obtained from other sources that are more
onvenient, less burdensome, and/or less expensive.”7

These documents are obviously relevant, as they concern Prins' communications
with the U.S. PTO about the protectability of his SAN DIMAS mark. Jackson/Charvel knows
that Prins had such communications with the U.S. PTO based on publicly available information.
For example, the U.S. PTO website indicates that Prins received via e-mail a non-final Office
Action from the U.S. PTO on June 19, 2003. The U.S. PTO website also indicates that Prins
regponded to this Office Action. However, Prins has refused to provide these documents.

Prins is the most convenient and less expensive source for obtaining these
documents. While Jackson/Charvel could contract with a third-party service to copy these
dochments from the U.S. PTO's files, such services are expensive. Given that Prins likely has
these documents in his possession, it is not a significant burden for him to produce them to
Jackson/Charvel. Accordingly, Jackson/Charvel is entitled to review all documents responsive

to Request for Production Nos. 37 and 38, and the Board should compel Prins to produce such

documents.

7 Prind' also objected that Request for Production No. 38 was "irrelevant.” That objection has no merit, as

communications concerning Prins' own registration may contain information that is reasonably calculated to lead to
admissible evidence.
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IV.  PRINS' FAILURE TO SUFFICIENTLY ANSWER ADMISSION REQUESTS

In addition to the discovery requests addressed above, Jackson/Charvel also
served Requests to Admit on Prins. (See generally Exhibit C to Motion.) Jackson/Charvel did
so to narrow the issues for trial so both parties could efficiently proceed. Rather than properly
esponding by meeting the substance of Jackson/Charvel's Admission Requests, Prins chose to
rovide evasive or nonresponsive answers. Importantly, Prins affirmatively stated the same
information in several of his Interrogatory Responses as Jackson/Charvel requested that he
admit; however, Prins refused to admit Jackson/Charvel's Admission Requests. Prins refusal to
properly admit or respond to certain of Jackson/Charvel's Admission Requests will needlessly
increase the cost and complexity of this proceeding, and the Board should deem such requests
admitted.
A. Prins' Response to Admission Request No. 11
In Admission Request No. 11, Jackson/Charvel asked Prins to admit that

"Jackson/Charvel used the SAN DIMAS mark in connection with the sale of guitars in 2003."

7 Exhibit D to Motion at pp. 11-12.) Jackson/Charvel cannot understand how Prins can
atively state that Jackson/Charvel used the SAN DIMAS mark in 2003 when answering an
Intertogatory Request but deny Request for Admission No. 11, which states the same thing.
Prins] denial of Admission Request No. 11 is in bad faith, and the Board should deem such
request admitted.
B. Prins' Response to Admission Requests Nos. 16, 21, and 22

In Admission Requests Nos. 16, 21, and 22, Jackson/Charvel asked Prins to admit

that Jackson/Charvel has not authorized his use of Jackson/Charvel's SAN DIMAS trademark.
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(See Exhibit F to Motion at pp. 3-4.) Prins does not properly answer these Admission Requests
pursuant to Rule 36 of the Federal Rules of Civil Procedure. Instead he refuses to answer the
requests without fairly meeting their substance, by stating: "Prins cannot admit or deny this
request as Prins contends that Jackson/Charvel has no rights to a San Dimas mark that entitled
ackson/Charvel to grant such an authorization." (/d.)

Jackson/Charvel's Admission Requests do not assume priority of use by any party
and do not assume that Jackson/Charvel has a protectable trademark. Indeed, Jackson/Charvel's
Admission Requests define the term "mark" to include "trademarks, service marks, trade names,
any word or symbol utilized in connection with business activities." (Exhibit C to Motion at
p.|2.) Admission Requests Nos. 16, 21, and 22 simply ask that Prins admit that Jackson/Charvel
has not authorized his use of the term "SAN DIMAS," separate and distinct from whether
authorization is necessary or not. The Board should require Prins to properly admit or deny
Admission Requests Nos. 16, 21, and 22 or, in the alternative, deem such requests admitted.

C. Prins' Response to Admission Request No. 38

In Admission Request No. 38, Jackson/Charvel asked Prins to admit that "Prins'
SAN DIMAS GUITARS THE CALIFORNIA GUITAR COMPANY mark is likely to cause
confusion with Jackson/Charvel's SAN DIMAS mark." (Exhibit F to Motion at p. 6.) This
Adniission Request is straightforward and, if admitted, would simplify this proceeding greatly.
Rath¢r than admitting or denying this Request for Admission, Prins evasively states, "Prins
canngt truthfully admit or deny this request as Prins contends that Jackson/Charvel has not
established use of a San Dimas trademark." (Id.) Prins response is disingenuous and conflicts

with his own statements in his answers to Jackson/Charvel's Interrogatory Requests.

As noted above, in its Admission Requests, Jackson/Charvel defined the term

"

mark"| to include "trademarks, service marks, trade names, or any word or symbol utilized in
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connection with business activities." (Exhibit C to Motion at p. 2.) Therefore, Admission
Request No. 38 does not imply that Jackson/Charvel has protectable rights in any mark.
Furthermore, Admission Request No. 38 does not imply priority of use by either party. Rather,
dmission Request No. 38 relates solely to the issue of likelihood of confusion.

In Prins' answer to Jackson/Charvel's Interrogatory No. 17, Prins affirmatively
tates that there is a likelihood of confusion between the parties' respective marks. (Exhibit D to
Motion at pp. 9-10.) Specifically, Prins states, "Registrant contends that Petitioner's continued
use of the term 'San Dimas' in any form will cause mistakes and confusion . . . with respect to
products manufactured and sold by Registrant and his San Dimas Guitar Company . . . ." (/d.
phasis added).) Given Prins' affirmative statement that a likelihood of confusion exists,
Prins' refusal to answer Admission Request No. 38 in the affirmative is in bad faith.

This proceeding would be significantly simplified if Prins admitted Request No.
38| Both parties would be able to focus their attention and resources on contested issues
concerning priority and protectability if Prins truthfully answer Jackson/Charvel's request. The

Board should deem Admission Request No. 38 as admitted.
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V. CONCLUSION

For the foregoing reasons, the Board should grant Jackson/Charvel's Motion in its

entirety.

ATED: December 31, 2004 Respectfully Submitted,

JACKSON/CHARVEL MANUFACTURING, INC.

One of Its Attopfieys ¢

Qscar L. Alcantara

Salvador K. Karottki

GOLDBERG, KOHN, BELL, BLACK,
ROSENBLOOM & MORITZ, LTD.

53 East Monroe Street, Suite 3700
Chicago, Illinois 60603

(312) 201-4000
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EXHIBIT 1




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of

Trademark Registration No. 2,772,766

For the Mark SAN DIMAS GUITARS THE
CALIFORNIA GUITAR COMPANY
Registration Date: October 7, 2003

JACKSON/CHARVEL MANUFACTURING, Cancellation No. 92042614
INC,,

Petitioner,
\2

PRINS, LLOYD A,
Registrant

To:  Salvador K. Karottki
Goldberg, Kohn
55 East Monroe Street, Suite 3700
Chicago, IL 60603

REGISTRANT’S FIRST INTERROGATORIES TO PETITIONER

Please take notice that Registrant Lloyd A. Prins directs the Petitioner to answer in

writing under oath, fully and completely, pursuant to Rules 26 and 33 of the Federal Rule of Civil
Procedure, the following Interrogatories and that the Answers be signed by the person making
them and that they be served upon the Registrant within thirty (30) days after service of these
terrogatories. Petitioner is notified that these Interrogatories and the Petitioner’s sworn answers
o them may be offered as evidence in the above proceeding.
Instructions

In answering these Interrogatories, furnish all information which is available to
itioner, including information in the possession of Petitioner’s attorneys, for Petitioner and
titioner’s attorneys, and not merely information as may be known by Petitioner. If Petitioner

ot answer the following Interrogatories in full after exercising due diligence to secure the




information to do so, state the answer to the extent possible, specifying Petitioner’s inability to
answer the remainder, stating whatever information or knowledge Petitioner has have concerning

the unanswered portion.

These Interrogatories shall be deemed to be continuing until and throughout the duration

of proceedings.

Information sought by these Interrogatories that Petitioner obtains after Petitioner serves
its answers must be disclosed by supplementary answer.

Each Interrogatory is to be answered separately as required by Rule 33(b)(1) of the
Federal Rules for Civil Procedure. Pursuant to Rule 34 of the Federal Rules for Civil Procedure,
please attach as exhibits all documents which have been prepared in connection with this
proceeding or upon which Petitioner may rely or expect testimony to rely or such other
documents as may be requested in the attached REGISTRANT’S REQUESTS FOR
PRODUCTION OF DOCUMENTS.

For each answer to an Interrogatory, identify each and every document and tangible thing
used in the preparation of that answer and each and every document and tangible thing that
rovides the factual basis for that answer. Also for each answer, identify each and every person,
ompany and entity that furnished information in answering each Interrogatory and identify each
d every person, company and entity who may offer testimony to those facts.

Definitions
e term “Document” means: all writings of any lﬁnd, including the originals and all non-
identical copies, whether different from the originals by reason of any notation made on such
copies or otherwise, and whether printed, recorded, created or reproduced by any mechanical
magans or process, or written or produced by hand, including, but not limited to; agréements;
contracts; drafts of agreements or contracts; written material referencing oral agreements or
contracts; letters of intent; orders; purchase orders, communications; message response; personal

calandars (whether written or computerized) postcards; teletypes; telefax; mailgrams; tape




recordings; memorandums (whether written or computerized); emails; summaries; notes or other
typed or written records; interoffice memoranda and communications; personal memoranda;
graphic slides; pictures; motion picture films; digital images (still or motion); photographic film;
microfilm, microfiche tape; cassettes; computer disks; floppy disks; mini-disks; USB flash drives;
compact disks; magazines; charts; graphs; drawings; bookkeeping entries; account summaries;
financial statements; balance sheets; invoices; bills; receipts; bank records, overviews and
summaries; statements of witnesses; findings of investigations; pamphlets; bulletins; customer

registration/warranty cards; posters; blueprints; schematics; test results; and letters.

“Identify each and every”, when used in reference to a document, means that the following

information be supplied:

1) A description of the document;

2) The date of the document;

3) The name or names of any individual who may have authored the document or
provided information for the document;
4) The name or names of any individual to whom the document was sent;
5) A general description of the subject matter of the document;
6) The name or names of any person who sent the document; and
7

The current location of the document

dentify each and every” when used in reference to a person, a company or an entity means that

the following information be supplied:
1

2)

The correct name and address of that person or entity;

The correct name and address of that person’s employer and job title if reference

is made to that person;

3) The last know whereabouts of that person; and



4) If the information requested contains the name of a person who is no longer
employed or associated with Petitioner then Petitioner or its attorney should
supply not only the correct name and last know address of that person but that

person’s date of birth, social security number and last known employer.

Interrogatory No. 1  Identify each and every person, company, or entity that may
offer expert testimony in the above captioned proceeding and state after each person:
A His/her qualifications and current curriculum;

B. The subject matter on which the expert may be called to testify;

C. The substance of the facts and opinions to which the expert may be called to
testify;
D. A summary of the grounds for each opinion; and

Interrogatory No. 2  Identify each and every person who may offer factual
testimony in the above captioned proceeding and state after each person the subject and/or

ubjects which he/she may be called to testify.

Interrogatory No.3  Identify each and every person whom Petitioner claims to have
inowledge of the facts and claims as set forth in its Petition to Cancel. For each person, the

wer should include what knowledge it is Petitioner claims each person has.

Interrogatory No.4  Identify each and every document and tangible thing that

Petitioner claims support the facts and claims set forth in its Petition to Cancel.

Interrogatory No. S  Set forth in detail any efforts undertaken by Petitioner or any of

its amployees, or by any vendor, person, company or entity acting for the Petitioner, for the




purpose of obtaining information concerning the Registrant’s activities related to the San Dimas

mark.

Interrogatory No. 6  Set forth in parrative form any investigations, internal or
otherwise, conducted by Petitioner, where the Registrant was either directly or indirectly the
focus of such investigation(s).

A) State what type of investigation was conducted including dates, times and places;

B) Identify any person who participated in such investigations and/or interviews
and indicate whether the person was the interviewer, interviewee, observer or
served any other role;

)] Identify all documents that were generated in the course of such investigation.

Include hand-written notes, minutes, follow-up memos, and employee discipline

reports; and

D) Summarize the findings of such investigation.

Interrogatory No. 7 Set forth in narrative form, any and all documentary evidence,
hotographs or testimony Petitioner intends to rely on that disputes the accuracy or facts of

Registrants claim to the use of the San Dimas trademark.

Interrogatory No.8  Completely list and describe all documents and other tangible
things (including but not limited to tapes, photographs, diaries, logs, schedules, data files, etc)

that Petitioner intends to use in the preparation the above referenced proceeding.

Interrogatory No.9  Set forth in narrative form the facts and circumstances relate to

the Petitioner’s purchase of the Jackson/Charvel Division from Akai Musical Instruments




Corporation. Include the purchase price, the date of purchase, a complete list of all assets

purchased, all trademarks purchased and the value of good will included in the purchase.

Interrogatory No. 10 Set forth in detail all trademarks, registered or unregistered, for

which the Petitioner claims ownership. For registered trademarks provide registration. For non-
registered marks, provide a description of mark, date of first use, the geographic locations where

product(s) is/was sold using the non-registered mark, and date of last use.

Interrogatory No. 11  Set forth in narrative form the facts and circumstances related to
all trademark for which the Petitioner is not currently using but plans to use in the future.

Identify all persons who have knowledge of such plans and Identify all documents and tangible

things that support this answer.

Interrogatory No. 12  Set forth in detail the facts and circumstances that resulted in

Petitioner’s first use of the San Dimas mark. Include in the answer:

A) The date of first use of the San Dimas trademark;

B) The physical address of each manufacturing plant where San Dimas trademarked
products were produced;

8} A specimen of the San Dimas mark and how it was used in association with the
sale of product;

D) A listing of all employees (present and past) who were involved in the design,
manufacturing, marketing and selling;

E) Each product’s serial numbers;

F) Each product’s date of manufacturing;

G) Each product’s work order or production control number;

H) The geographic location where San Dimas trademarked items were sold; and



D Any and all persons credited with originating the San Dimas trademark concept.

Interrogatory No. 13  Set forth in detail the method by which Petitioner used the San

Dimas mark to distinguish products sold under this mark from Petitioner’s non-San Dimas

products. Limit answer to products manufactured prior to October 2002.

Interrogatory No. 14  Set forth in individual year summaries, the year-end total dollar
sales for all Jackson/Charvel guitars and basses for each year 1993 to present.
A) For each year’s total dollar sales, identify how many total dollars came through

the sale of San Dimas trademarked product.

Interrogatory No. 15  Set forth in individual year summaries, the year-end total number
of Jackson/Charvel guitars and basses sold for each year 1993 to present.

A) For each year’s total number identify how many total dollars came through the

sale of San Dimas trademarked product.

Interrogatory No. 16 Set for in specific detail the legal argument on which Petitioner

laims ownership and rights to exclusive use of the San Dimas mark.

Interrogatory No. 17 Specific to the Charvel products promoted in a 1995 catalog and
again in a 1996 catalog, set forth in detail the facts and circumstances surrounding the
introduction and cessation of these products. Include in the answer a description of the specimen
emark; describe how this trademark was used in association with the sale of these products;

and state whether these products were replicas of an earlier era product and if not, how they

differed.




A) lIdentify any and all persons who originated this concept, those who were

responsible for its introduction, and those who were responsible for its cessation.

Interrogatory No. 18 Set forth in narrative form the facts and circumstances that led to

Petitioner’s first knowledge of Registrant’s use of the San Dimas trademark.

Interrogatory No. 19 Set forth in narrative form the facts and circumstances related to
the Petitioner’s use of the San Dimas trademark commencing with the twenty-fifth anniversary
Charvel guitar.

A) Include the dates and times for all meetings;

B) Identify all persons who participated in these meetings;

C) Identify any product prototypes built, where they were built and identify all persons
involved in building them; and

D) Identify the location of the manufacturing plant where any and all products are built.

Interrogatory No. 20 Is it Petitioner’s response to each request for admission served
ith these interrogatories an unqualified admission? If not, for each response that is not an
imqualified admission:

A) State the number of the request
B) State the facts on which Petitioner bases its response; and
&) State the names, addresses and telephone numbers of all persons who have

knowledge of those facts.
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